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Friscuer & Co., INnc., eT aL. v. BAKELITE CoRPORATION, ET AL. 


(39 Fed. Rep. [2nd] 247) 


Court of Customs and Patent Appeals 
April 10, 1930 


(Syllabus by the Court) 


Uxram Competrrion—Wuat ConstTirvuTes—DeETERMINABLE BY CouRT NOT 


By Tarirr Commission—“Baxerrre” Manvuracturep Asroap Held 

Soto Here rmx Unram Competition wirn Domestic Provuct. 

What constitutes unfair methods of competition or unfair acts is, 
ultimately, a matter of law for the court and not for the Commission. 
Each such act must depend upon its own facts. Where Bakelite 
was manufactured abroad, and was imported and sold in competition 
with a domestic product of identically the same kind and process of 
manufacture, which domestic product was protected by a United 
States patent, and under a trade-name which was the registered trade- 
mark of the domestic producer, and at such prices that the domestic 
industry, efficiently and economically conducted, was being substan- 
tially injured, such acts constitute unfair methods and acts under the 
statute, section 316 (19 U. S. C. A. 8§ 174180). The right to sell 
goods in a foreign country does not carry with it the right to sell 
them in the United States. 


Unram Competition—Derinition—Sate or Foreign Mape Goons as oF 


Domestic Manuracrurers Held Unram Competirion—Resron- 

SIBILITY For Fravp. 

The essence of unfair competition consists in the palming off of 
the merchandise of one person for that of another. Where the 
importer sold goods to retailers without any misrepresentation, and 
these retailers sold them to the public, representing them to be the 
goods of the domestic producer, the one who imports the goods and 
furnishes the means for the consummation of the fraud will be held 
responsible. It was the duty of the importers to see that the im- 
ported goods were so marked that confusion as to their origin would 
not arise in the minds of the purchasers. 


Unram Comrrtirion—Svurrs Unper Tarirr Act or 1922.—Evipence. 


Findings of Tariff Commission as to unfair practices of importers, 
in proceedings under Tariff Act 1922, § 316 [19 USCA §§ 174-180], 
for embargo on certain products on account of unfair competition, 
held sustained by evidence. 

The evidence disclosed that the importers were importing and 
selling goods to retailers identical with complainant’s goods, but that 
the goods were not marked and were sold by retailers under trade- 
mark of complainant, a domestic industry, and that such practices 
greatly reduced the sales of complainant’s product. 


Appeal from a decision of the United States Tariff Commis- 
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Proceedings by respondents for relief from unfair methods of 
competition in the importation and sale of synthetic phenolic resin, 
opposed by Frischer & Company, Inc., and others. From the 
findings of the United States Tariff Commission that the imported 
goods complained of should be excluded from the United States, 
respondents appeal. 

Findings of Tariff Commission affirmed. 


Garrett, Associate Judge, dissenting. 


Meyer Kraushaar and W. Lee Helms, both of New York City, 
for appellants. 

Barnes, McKenna & Halstead, of New York City (Albert 
MacC. Barnes, Jr., Mazrwell Barus, and Samuel M. Rich- 
ardson, all of New York City, of counsel), for appellees. 

James W. Bevans, of New York City, amicus curiae. 


Before Grauam, Presiding Judge, and Bianp, Hatrietp and 
Garrett, Associate Judges. 


GrauaM, P. J.: This matter comes to this court on appeal 
from the United States Tariff Commission under the provisions of 
Section 316 of the Tariff Act of 1922, 42 Stat. 858, 943 (19 USCA 
§§ 174-180). 

On December 16, 1925, Bakelite Corporation, a corporation 
organized under the laws of the State of Delaware, Abse Bros., 
a co-partnership, with its principal place of business in New York, 
and the Embed Art Corporation, a corporation organized under 
the laws of the State of New Jersey, filed with the United States 
Tariff Commission a complaint, under oath, asking relief under 
said Section 316 from unfair competition in the importation and 
sale of beads and other materials on articles made of synthetic 
phenolic resin, or bakelite. 


On April 10, 1926, certain manufacturers of cigar and cigarette 
holders, to wit, Kaufmann Bros. & Bonde, of New York, Reiss- 
Premier Pipe Company, of Union City, N. J., S. M. Frank & Co., 
Inc., of New York, Wm. Demuth & Co., of New York, L. & H. 
Stern, Inc., of Brooklyn, and H. Linkman & Co., of Chicago, peti- 
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tioned for leave to join in said complaint, and that any order made 
therein might cover and apply to cigar and cigarette holders made 
of synthetic phenolic resin. On April 16, 1926, the said Commis- 
sion set the several matters mentioned in said application for hear- 
ing on May 24, 1926, and gave public notice of said hearing. On 
the same day the said Commission reported to the President and 
recommended that, pending completion of the investigation, the 
articles complained of be forbidden entry, in accordance with the 
provisions of said Section 316, Subsection (f), 19 USCA § 179. 
On April 22, 1926, the President issued an order, which was 
duly circulated to the collectors of customs under date of April 24, 
1926, directing that synthetic phenolic resin of Form C, and all 
articles manufactured wholly or in part thereof, except articles 
made by molding synthetic phenolic resin when mixed with other 
articles, be forbidden entry into the United States. Thereafter, 
on April 26, 1926, the Secretary of the Treasury, in pursuance 
of the provisions of said statute, instructed the various collectors 
of customs to the same effect. T. D. 41512, 49 Treas. Dec. 715. 
On May 12, 1926, Frischer & Co., Inc., a corporation organized 
under the laws of the State of New York, Richard Ganz, doing 
business as Randes Import Company, of New York, Transatlantic 
Watch & Clock Co., Inc., a corporation organized under the laws 
of the State of New York, and Western Briar Pipe Company, a 
corporation organized under the laws of the State of Illinois, 
appeared and filed their joint and several answer to the foregoing 


complaint, in and by which answer the right of the complainants 


to the relief or any part thereof prayed by them was denied. In 
connection with this answer various sworn statements were filed. 
Said answer also contained a motion that the said order of the 
President declaring a temporary embargo upon synthetic phenolic 
resin and products be rescinded and dissolved. That portion of 
the answer consisting of said motion was set for hearing before 
said Commission on May 17, 1926, and on that date was duly 
heard. The motion was thereafter, on May 24, 1926, taken under 
advisement until the decision of the matter on the merits. This 
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hearing on the merits began on May 24, 1926, and continued there- 
after, from time to time, until it was completed. 

The complaint was based, in part, upon the alleged violation 
of certain patent rights involved in United States letters patent 
Nos. 942,700 and 942,809, both of which were issued to Leo H. 
Baekeland on December 7, 1909, and which were owned by Bake- 
lite Corporation at the time of the filing of the complaint with 
said Commission. 

On December 2, 1926, the said Commission reported to the 
President that the said patents would expire on December 6, 1926, 
and recommended that the temporary order of exclusion be modi- 
fied to take effect at that time. On December 7, 1926, by direction 
of the President, the Secretary of the Treasury instructed customs 
officers to exclude, after December 6, 1926, “only products com- 
posed of different colored sections of synthetic phenolic resin of 
Form C (except articles made by molding synthetic phenolic resin 
when mixed with other materials) joined together by applying a 
fusible phenolic condensation product to the surfaces to be joined, 
which fusible product has been converted to the infusible state by 
means of heat or heat and pressure.” T. D. 41895, 50 Treas. Dec. 
519. 

On December 18, 1926, respondents filed a motion that the 
proceedings be dismissed, or, in the alternative, that they be re- 
opened for the taking of further evidence with respect to United 
States patent 1,424,738. This patent was issued August 1, 1922, 
to Lawrence V. Redman, Archie J. Weith and Frank P. Brock, 
and at the time of said hearing was the property of Bakelite Cor- 
poration. It appears from the record a very extended litigation 
had occurred between the patentees and the General Bakelite Com- 
pany, which litigation had resulted in a combination of the Con- 
densite Company, the Redmanol Chemical Products Company, and 
the General Bakelite Company into Bakelite Corporation, which 
operated under various patents, among which were said patents 
942,700, 942,809 and 1,424,738. A decision on the motion to 
dismiss was reserved until a hearing on the merits was had and 
the alternative motion for an additional hearing was allowed, which 
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hearing was duly had on February 11, 1927, continuing until the 
same was completed. In ordering said hearing, the said Commis- 
sion included therein the question of unfair methods of competi- 
tion, or unfair acts by way of infringement of United States trade- 
marks Nos. 75,266 and 170,772, as well as of said patent No. 
1,424,738. 

The first of said trade-mark registrations was made on Sep- 
tember 14, 1909, by Leo H. Baekeland and consisted of the word 
“Bakelite,” and was applied to condensation products of phenol 
and formaldehyde. The second was made July 24, 1923, and con- 
sisted also of the word “Bakelite” and was applied to pipes and 
pipe parts, namely, mouthpieces and bits and bowl parts, and 
cigar and cigarette holders. These trade-marks were also owned 
by Bakelite Corporation at the time of these proceedings. 

On May 25, 1927, the said Commission filed and made public 
its decision, said decision consisting of three parts: First, a gen- 
eral discussion of the law and facts involved in the controversy; 
second, findings of law and fact; and, third, three recommendations 
to the President as to action which might be taken by him in the 
premises. This report was signed by Commissioner Thomas O. 
Marvin, chairman, and by Alfred P. Dennis, vice-chairman, and 
E. B. Brossard, Commissioner. Appended thereto was the follow- 
ing notation: “Commissioner Dixon concurs in Recommendation 
No. 3; and dissents from the findings as to Patents No. 942,809 and 
No. 1,424,738, and from Recommendations No. 1 and 2 above, as 
he doubts the jurisdiction of the Tariff Commission to determine 
the validity of contested patents which are involved in said findings 
and recommendations.” Commissioner Costigan dissented. The 
court will take judicial notice that at the time said report was 
made the said Commission consisted of six members, the sixth 
member being Sherman J. Lowell. Nothing appears in the record 
as to whether Commissioner Lowell participated in the said deci- 
sion, findings, and recommendations except as hereinafter stated. 
His name is not attached to any of the papers. 
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On July 13, 1927, the respondents filed their petition for 
review and made thirty-five assignments of error which will be 
more fully referred to hereinafter. 

On December 14, 1927, Bakelite Corporation and the other 
original complainants filed herein their motion for a dismissal of 
said appeal, stating as grounds therefor two propositions, viz., first, 
that the United States Court of Customs Appeals was and is an 
inferior, constitutional court, created by Congress and existing 
under and by virtue of Article 3 of the Constitution; second, that 
the various matters and things involved in said appeal were admin- 
istrative only, did not constitute a case or controversy, and that 
hence this court had no jurisdiction thereof. 

This motion came on for hearing before this court, and on 
May 25, 1928, we entered an order denying said motion. In re 
Frischer & Co., Inc., et al., 16 Ct. Cust. App. 191, T. D. 42827. 
The grounds of denial, as stated in the opinion of the court here, 
were, briefly, that the United States Court of Customs Appeals 
was and is an inferior constitutional court, as contended, but that 
the matters involved in the proceedings before the United States 
Tariff Commission, under said Section 316 (19 USCA §§ 174-180), 
constitute a case or controversy, and that therefore there seemed 
to be no constitutional objection to the jurisdiction of this court 
in that respect. 

Thereupon the Bakelite Corporation and the other complain- 
ants filed their petition for a writ of certiorari in the Supreme 
Court. This writ was denied October 29, 1928. Bakelite Cor- 
poration v. Frischer & Co., 278 U. S. 641, 49 S. Ct. 36, 73 L. Ed. 
556. Bakelite Corporation, also, at about the same time, filed in 
the Supreme Court its petition for a writ of prohibition. After a 
return thereto this matter came on to be heard and the petition 
was denied May 20, 1929. Ea parte Bakelite Corporation, 279 
U. S. 438, 49 S. Ct. 411, 417, 73 L. Ed. 789 [19 T.-M. Rep. 264]. 
The Supreme Court, in denying the writ of prohibition, did so 
upon the theory that the United States Court of Customs Appeals 
was and is a legislative court and not one created under Article 3 
of the Constitution, and that therefore there could be no constitu- 
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tional objection to the jurisdiction of this court over matters of 
an administrative nature. In finally disposing of the matter, the 
court did so in these words: 


“As it is plain that the Court of Customs Appeals is a legislative and 
not a constitutional court, there is no need for now inquiring whether the 
proceeding under section 316 of the Tariff Act of 1922, now pending 
before it, is a case or controversy within the meaning of section 2 of 
article 3 of the Constitution, for this section applies only to constitutional 
courts. Even if the proceeding is not such a case or controversy, the 
Court of Customs Appeals, being a legislative court, may be invested 
with jurisdiction of it, as is done by section 316.” 


Section 316 (19 USCA §§ 174-180), under which these pro- 
ceedings are had, appears in a marginal note.' 


* “Sec. 316. (a) That unfair methods of competition and unfair acts 
in the importation of articles into the United States, or in their sale by 
the owner, importer, consignee, or agent of either, the effect or tendency 
of which is to destroy or substantially injure an industry, efficiently and 
economically operated, in the United States, or to prevent the establish- 
ment of such an industry, or to restrain or monopolize trade and com- 
merce in the United States, are hereby declared unlawful, and when found 
by the President to exist shall be dealt with, in addition to any other 
provisions of law, as hereinafter provided. 

“(b) That to assist the President in making any decisions under this 
section the United States Tariff Commission is hereby authorized to 
investigate any alleged violation hereof on complaint under oath or upon 
its initiative. 

“(c) That the commission shall make such investigation under and 
in accordance with such rules as it may promulgate and give such notice 
and afford such hearing, and when deemed proper by the commission 
such rehearing with opportunity to offer evidence, oral or written, as it 
may deem sufficient for a full presentation of the facts involved in such 
investigation; that the testimony in every such investigation shall be 
reduced to writing, and a transcript thereof with the findings and recom- 
mendation of the commission shall be the official record of the proceedings 
and findings in the case, and in any case where the findings in such 
investigation show a violation of this section, a copy of the findings shall 
be promptly mailed or delivered to the importer or consignee of such 
articles; that such findings, if supported by evidence, shall be conclusive, 
except that a rehearing may be granted by the commission, and except 
that, within such time after said findings are made and in such man- 
ner as appeals may be taken from decisions of the United States Board 
of General Appraisers, an appeal may be taken from said findings upon 
a question or questions of law only to the United States Court of Cus- 
toms Appeals by the importer of consignee of such articles; that if it 
shall be shown to the satisfaction of said court that further evidence 
should be taken, and that there were reasonable grounds for the failure 
to adduce such evidence in the proceedings before the commission, said 
court may order such additional evidence to be taken before the com- 
mission in such manner and upon such terms and conditions as to the 
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court may seem proper; that the commission may modify its findings as 
to the facts or make new findings by reason of additional evidence, 
which, if supported by the evidence, shall be conclusive as to the facts 
except that within such time and in such manner an appeal may be 
taken as aforesaid upon a question or questions of law only; that the 
judgment of said court shall be final, except that the same shall be 
subject to review by the United States Supreme Court upon certiorari 
applied for within three months after such judgment of the United 
States Court of Customs Appeals. 

“(d) That the final findings of the commission shall be transmitted 
with the record to the President. 

“(e) That whenever the existence of any such unfair method or act 
shall be established to the satisfaction of the President he shall determine 
the rate of additional duty, not exceeding 50 nor less than 10 per centum 
of the value of such articles as defined in section 402 of Title IV of this 
Act, which will offset such method or act, and which is hereby imposed 
upon articles imported in violation of this Act, or, in what he shall be 
satisfied and find are extreme cases of unfair methods or acts as afore- 
said, he shall direct that such articles as he shall deem the interests of 
the United States shall require, imported by any person violating the 
provisions of this act, shall be excluded from entry into the United 
States, and upon information of such action by the President, the Secre- 
tary of the Treasury shall, through the proper officers, assess such addi- 
tional duties or refuse such entry; and that the decision of the President 
shall be conclusive. 

“(f) That whenever the President has reason to believe that any 
article is offered or sought to be offered for entry into the United State: 
in violation of this section but has not information sufficient to satisfy 
him thereof, the Secretary of the Treasury shall, upon his request in writ- 
ing, forbid entry thereof until such investigation as the President may 
deem necessary shall be completed: Provided, That the Secretary of the 
Treasury may permit entry under bond upon such conditions and penalties 
as he may deem adequate. 

“(g) That any additional duty or any refusal of entry under this sec- 
tion shall continue in effect until the President shall find and instruct the 
Secretary of the Treasury that the conditions which led to the assessmen' 
of such additional duty or refusal of entry no longer exist.” 


* * * * * * 


It is, therefore, apparent that four members of the Tarif 
Commission, or a majority, could perform any function which th 
entire body could perform. The query then arises: If four mem 
bers can transact any of the business of the Commission, must al 
four concur in order to make valid findings, under the law? 

It seems to us that both legal authority and reason indicat 
the contrary, and that a majority of a quorum is all that is neces 
sary. Where courts are concerned, it has been uniformly held, s 
far as we can ascertain, that a clear majority of all the legally con 
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stituted members thereof shall concur or no valid judgment may 
be entered except such as may follow no decision. Mugge v. Tate, 
51 Fla. 255, 41 So. 603; Deglow v. Kruse, 57 Ohio St. 434, 49 
N. E. 477; Denver §& R. G. R. Co. v. Burchard, 35 Colo. 539, 86 
P. 749, 9 Ann. Cas. 994; Madlem’s Appeal, 103 Pa. 584; Putnam 
v. Rees, 12 Ohio 21; Northern R. R. v. Concord R. R., 50 N. H. 
166; Johnson v. State, 1 Ga. 271; Ayers v. Bensley, et al., 32 Cal. 
632; Ill. Cent. R. R. Co. v. Frazier, 47 Ill. 505. 

But the trend of modern authority is that in collective bodies 
other than courts, even though they may exercise judicial authority, 
a majority of a quorum is sufficient to perform the function of the 
body. The following authorities are in point: 

“But if the act is one which requires the exercise of discretion and 
judgment, in which case it is usually termed a judicial act, unless special 
provision is otherwise made, the persons to whom the authority is given, 
must meet and confer together, and be present when the act is per- 
formed, in which case a majority of them may perform the act; or, 
after all of them have been notified to meet, a majority of them having 
met will constitute a quorum or sufficient number to perform the act, 
and according to some modern authorities, the act may be legally done 


by the direction or with the concurrence of a majority of the quorum so 
assembled.” 


Martin v. Lemon, 26 Conn. 192. Where the issue was the 
authority of a superintending committee of a town to act, it was 
held, “A major part of the whole is necessary to constitute a 
quorum, and a majority of such quorum may act.” Damon v. 
Granby, 2 Pick. (Mass.) 345. In a city council where an ordinance 
had been passed making a two-thirds vote of the same requisite to 
the granting of a permit, it was held that such ordinance was 
invalid, and that in the absence of legislation to the contrary, a 
majority of a quorum could issue such permit. State v. Gitchell, 
90 Vt. 57, 96 A. 383; Hutchinson v. Borough of Belmar, 61 N. J. 
Law, 443, 39 A. 643. When a quorum of a city council is present, 
a majority of that quorum can elect an officer provided for by law. 
Collopy v. Cloherty (Ky.) 39 S. W. 481. In the absence of statu- 
tory restriction, the general rule is that a majority of a council or 
board is a quorum, and the majority of the quorum can act. Merrill 
v. City of Lowell, 236 Mass. 463, 128 N. E. 862. Where a city 
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council was composed of eight aldermen and a mayor, and the 
terms of four aldermen had expired, and where the remaining four 
aldermen and the mayor met, and three of them voted for a certain 
elective official, such election was valid. People v. Wright, 30 Colo. 
439, 71 P. 365. The majority of a quorum is all that is required 
for the adoption or passage of any resolution or order properly 
arising for the action of a city council or other collective body 
exercising legislative, judicial, or administrative functions. T'hurs- 
ton v. Huston, 123 Iowa 157, 98 N. W. 687. The two-thirds vote 
in each house which is required in proposing an amendment to 
the Constitution is a vote of two-thirds of the members present, 
assuming the presence of a quorum, and not a vote of two-thirds 
of the entire membership, present and absent. National Prohibition 
Cases, 253 U. S. 350, 386, 40 S. Ct. 486, 64 L. Ed. 946; M. P. 
Ry. Co. v. Kansas, 248 U. S. 276, 89 S. Ct. 93, 63 L. Ed. 239, 
2A. L. R. 1589. 

If it be true, therefore, as contended by appellants, that but 
five members of the Tariff Commission participated in these pro- 
ceedings and that but three of said members concurred in said 
findings, we conclude that such concurrence by three members is 
sufficient to make valid findings. 

There is, however, no showing made by the record that Com- 
missioner Lowell did not participate in such hearings and majority 
findings. The statute, Section 316, Tariff Act of 1922, 42 Stat. 
858, 943 (19 USCA §§ 174-180), does not require the findings of 
such Commission to be signed. The language is (Section 316 (c), 
19 USCA § 176): That the testimony in every such investigation 
shall be reduced to writing, and a transcript thereof with the find- 
ings and recommendation of the Commission shall be the official 
record of the proceedings and findings in the case. . . .” The 
fact that certain of the commissioners signed said report, and that 
Commissioner Lowell did not, does not, in itself, and without a 
showing to the contrary, prove that he did not concur in such find- 
ings. The report and findings of the Commission recite, repeatedly, 
that the various steps taken in this matter, and that the findings 
and recommendations made, are those of the Commission. There 
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is nothing in the record to contradict this, and the presumption 
must be that all the members of the Commission acted. A case in 
point is Scott, et al. v. Detroit Y. M. Soc., 1 Doug. (Mich.) 119. 
There the Governor and three judges were authorized to convey 
certain property; the deed was signed by the judges, but not by 
the Governor, and its validity was attacked on this ground. The 
court said: 


“In the absence of proof to the contrary, it will be presumed that 
the Governor was present and consulted with the Judges, touching the 
grant and conveyance to the Detroit Young Men’s Society, of the lot 
in question. Where an act of public duty is enjoined, and has been 
performed in fact, the law will presume, unless the contrary directly 
appears, that everything necessary to give it validity was observed in the 
performance.” 


Announcing the same rule is Downing v. Rugar, 21 Wend. 
(N. Y.) 178, 84 Am. Dec. 223. 

But assuming, for the sake of argument, that at least four 
commissioners must have concurred in the findings and that Com- 
missioner Lowell cannot be considered as having so concurred, we 


believe that Commissioner Dixon, by his special concurrence, con- 
curred in sufficient of the findings of the Commission herein which 
are material for the purposes of the proceeding. Commissioner 
Dixon’s special concurrence, hereinbefore quoted, agrees to recom- 
mendation No. 8 and dissents from recommendations 1 and 2. He 
also does not join in the findings upon patents Nos. 942,809 and 
1,424,738, because he doubts the jurisdiction of the Commission 
to determine the validity of these patents. The recommendations 
are as follows: 


“It is recommended that the President direct the Secretary of the 
Treasury to instruct customs officers as follows: 

“1, That the following named materials and articles imported prior to 
December 7, 1926, be excluded from entry into the United States: 

“Synthetic phenolic resin, form C, and articles made wholly or in 
part thereof (except articles made by molding synthetic phenolic resin 
when mixed with other materials) containing a proportion of free or 
combined base not exceeding one-fifth of the equimolecular proportion of 
phenolic body employed as described in United States patent No. 
942,809. 

“2. That the following named materials and articles be excluded 
from entry into the United States, namely: 

“Synthetic phenolic resin, form C, and articles made wholly or in 
part thereof (except articles made by molding synthetic phenolic resin 
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when mixed with other materials) composed of different colored sections 
of synthetic phenolic resin, form C, united by a bonding agent comprising 


a phenolic condensation product, as described in United States patent 
No. 1,424,738. 


“3. That the following named articles be excluded from entry into the 
United States, namely: 


“Articles made wholly or in part of synthetic phenolic resin, form C 
(except articles made by molding synthetic phenolic resin when mixed 
with other materials), unless it is clearly and unmistakably shown by 
means of a distinguishing mark, name, inscription, or label, placed upon 
said articles or attached thereto, that said articles are not made from 
synthetic phenolic resin, form C, manufactured by the Bakelite Corpora- 
tion, or unless said articles are otherwise reasonably distinguished so as 
to prevent confusion between the imported and the domestic articles on 
the part of the purchasing public.” 

The findings are twenty-five in number and are too voluminous 
for quotation here. It is apparent from an examination of these 
findings that there are, irrespective of the findings as to the validity 
of the patents involved, repeated findings of unfair methods of 
competition and unfair acts in the importation and sale of synthetic 
phenolic resin, Form C, and articles made therefrom. Findings 
7 to 13, inclusive, refer to patent No. 942,809. This patent having 
expired on December 6, 1926, and the President having, on that 
date, released the embargo on importations of products described 
in said patent, all questions as to said patent become moot here, 
and will not be further considered. 

Findings 1, 2, 3, 4, 5, 6, 19, 20, 21, 22 and 23 are, plainly, 
findings that the respondents have been guilty of unfair practices 
and are not at all based upon the validity or invalidity of the 
patents in question. 

It having been concluded that there are before us valid findings 
of the Tariff Commission it becomes important to consider what 
these findings are, and whether they find support in the record, as 
a matter of law. 


* * * * * * * 


The second question is concerned with the right or duty of the 
Tariff Commission to pass upon the validity of the patents involved 
herein. Counsel for both the complainant and respondents pro- 
ceeded upon the theory, in this court, that the Commission had a 
right to pass upon the same and much testimony was taken before 
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the Commission on that question. But, whatever the concessions 
of counsel may be, we are clearly of opinion that it was neither 
the right nor the duty of the Tariff Commission to pass upon the 
question as to whether complainants’ patents were properly issued 
or not. 

The United States Tariff Commission is, as we have noted, 
merely an administrative, fact-finding body. It has no judicial 
powers. The right to pass upon the validity of a patent which 
has been issued by the Patent Office is a right possessed only by 
the courts of the United States given jurisdiction thereof by law. 
This original jurisdiction, formerly exercised by the Circuit Courts 
of the United States, is now enjoyed by the District Courts of the 
United States and the Supreme Court of the District of Columbia. 
Act of March 8, 1911, c. 231, § 24, 256, 36 Stat. 1091, 1160 (28 
USCA §8§ 41, 871; Section 4921, Rev. St. (35 USCA § 70); 
Cochrane v. Deener, 94 U. S. 780, 24 L. Ed. 189; McCormick 
Machine Co. v. Aultman, 169 U. S. 606, 18 S. Ct. 443, 42 L. Ed. 
875. Even where jurisdiction is vested in the Court of Appeals 
of the District of Columbia, and now in this court, to review the 
proceedings of the Patent Office in the issuance of patents, it was 
and is expressly provided by law: “But no opinion or decision of 
the court in any such case shall preclude any person interested 
from the right to contest the validity of such patent in any court 
wherein the same may be called in question.” Section 4914, Rev. 
St. (85 USCA § 62). 

Nowhere in the act creating the United States Tariff Com- 
mission is there the slightest intimation that it was the purpose 
to confer jurisdiction upon it to pass upon the validity of patents, 
matters which are well understood to be cases and controversies 
within the meaning of Section 2 of Article 3 of the Constitution. 
The statute provides, Section 316 (c), Tariff Act of 1922 (19 
USCA § 176), that the findings of the Commission, “if supported 
by evidence, shall be conclusive.” It would hardly be contended 
that a finding by the Commission that a certain patent was or was 
not valid would be considered as res adjudicata. It may well be 
doubted whether the Congress could confer any such jurisdiction 
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upon this administrative Commission—certainly, it has not done 
so. The statement of Mr. Justice Curtis in Murray’s Lessee v. 
Hoboken, etc., 18 How. 272, 284, 15 L. Ed. 372, is pertinent: 
“To avoid misconstruction upon so grave a subject, we think it 
proper to state that we do not consider Congress can either with- 
draw from judicial cognizance any matter which, from its nature, 
is the subject of a suit at the common law, or in equity, or 
admiralty; nor, on the other hand, can it bring under the judicial 
power a matter which, from its nature, is not a subject for judicial 
determination.” 

In short, when the complainant introduced its certified patents 
in evidence, they should have been treated as prima facie evidence 
of their validity. Lehnbeuter v. Holthaus, 105 U. S. 94, 96, 26 L. 
Ed. 939; Fenton Co. v. Office Spec. Co., 12 App. D. C. 201, 216; 
Consol. Con. Co. v. Hassam Pav. Co. (C. C. A.) 227 F. 436; R. R. 
Supply Co. v. Hart Steel Co. (C. C. A.) 222 F. 261, 274. If no 
such patents had been in fact issued, or if they had by their terms 
expired, or if some court of competent jurisdiction, whose judgment 
would be binding upon the Commission, had held them to be invalid, 
and such facts had been shown, these circumstances might have been 
considered by the Commission, if the existence of the patents was 
material to the inquiry. This, however, in our judgment, was as 
far as the Commission could legally go in this respect. As no denial 
was made by respondents as to the issuance of the patents in ques- 
tion and no attack made upon them except that they were improvi- 
dently issued, they should have been treated as valid by the Com- 
mission. 

We have examined the voluminous record with care and are 
satisfied that there is substantial evidence in support of each finding 
of the Commission. This evidence disclosed that the industry con- 
ducted by the complainant, Bakelite Corporation, was efficiently 
and economically operated; that the importers, appellants, were 
importing materials and goods and selling them to retailers in the 
United States which were identical with the goods of complainant 
and made by the processes described in complainant’s patent 
1,424,738; that these goods were not marked, except as to their 
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country of origin; that these goods were being sold, by said dealers, 
generally throughout the United States, as “Bakelite” ; that they are 
called and billed as such; that they are sold at much less than the 
cost of complainant’s product; that such practices have greatly 
reduced the sales of the complainant’s “Bakelite” and have the 
tendency and effect of destroying and substantially injuring the said 
industry ; that the complainant uses the name “Bakelite” as its trade- 
mark and has duly registered the same, which registration is in full 
force and effect; that the complainant Bakelite Corporation has 
spent large sums of money in advertising its product and its trade- 
name of “Bakelite” until, as a result thereof, the name “Bakelite” 
fully identifies such products as the manufactures of said complain- 
ant; that the said practices of dealers is destroying the usefulness 
of such trade-name and taking from the said complainant the legiti- 
mate profits which it is entitled to make because of its said expendi- 
tures; that no adequate remedy exists by suits in law or equity; 
and that the only method which will save the industry from destruc- 
tion is an embargo. 

The sole remaining question for decision is whether such facts 
are sufficient, in law, to constitute “unfair methods of competition 
and unfair acts in the importation of articles into the United States, 
or in their sale by the owner, importer, consignee, or agent of 
either,” as provided in said Section 316 (a), 19 USCA § 174. 

H. R. 7456, which afterwards became the Tariff Act of 1922, 
did not, as it passed the House of Representatives, contain the 
present Section 316. This section was inserted by the Senate 
Committee on Finance and, as originally reported to the Senate, 
provided that the President might designate any executive depart- 
ment or independent establishment of the government, or both, to 
investigate any alleged violation and report their findings in the 
same to him. As the bill passed the Senate, the United States 
Tariff Commission was substituted as a fact-finding agency “on 
complaint under oath or upon the initiative of such department or 
independent establishment.” In conference, this section assumed 
the form in which it appears in the law. In reporting the bill to 
the Senate, the report of the Finance Committee states: “The 
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provision of relating to unfair methods of competition in the im- 
portation of goods is broad enough to prevent every type and form 
of unfair practice and is, therefore, a more adequate protection to 
American industry than any antidumping statute the country has 
ever had.” 

In view of this statement, and having in mind that one of the 
express objects of the Tariff Act of 1922, as stated in its title, was 
“to encourage the industries of the United States,” it is very obvi- 
ous that it was the purpose of the law to give to industries of the 
United States, not only the benefit of the favorable laws and con- 
ditions to be found in this country, but also to protect such indus- 
tries from being unfairly deprived of the advantage of the same 
and permit them to grow and develop. 

What constitutes unfair methods of competition or unfair acts 
is ultimately a question of law for the court and not for the Com- 
mission. Fed. Tr. Com. v. Gratz, 253 U. S. 421, 427, 40 S. Ct. 
572, 64 L. Ed. 993 [10 T.-M. Rep. 295]; Standard Oil Co. v. 
Fed. Tr. Com. (C. C. A.) 273 F. 478, 17 A. L. R. 3889 [12 T.-M. 
Rep. 325]; Am. Tobacco Co. v. Fed. Tr. Com. (C. C. A.) 9 F. 
(2d) 570; Fed. Tr. Com. v. Curtis Co., 260 U. S. 568, 580, 43 
S. Ct. 210, 67 L. Ed. 408 [13 T.-M. Rep. 25]. Each case of 
unfair competition must be determined upon its own facts, owing 
to the multifarious means by which it is sought to effectuate such 
schemes. Fed. Tr. Com. v. Beech-Nut Co., 257 U. S. 441, 453, 
42 S. Ct. 150, 66 L. Ed. 307, 19 A. L. R. 882 [10 T.-M. Rep. 317]. 

The appellants were importing material which constituted an 
infringement of the patent rights of the complainant Bakelite Cor- 
poration. The fact that the respondents purchased the same in a 
foreign country where their manufacture was in accordance with 
law, and that they may have lawfully imported the same into this 
country, does not alter the case. It has been held that where a 
person was authorized, under the laws of Germany, to sell a certain 
product there, purchasers from him could not be thereby authorized 
to sell the articles in the United States in defiance of the rights 
of patentees under a United States patent. The sale of articles 
in the United States, under a United States patent, cannot be con- 
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trolled by foreign laws. Boesch v. Graff, 138 U. S. 697, 10 S. Ct. 
378, 33 L. Ed. 787. 


The same is true as to the registered trade-marks of Bakelite 
Corporation. The monopoly in case of a United States patent is 
more extensive, but there is no sufficient reason for holding that 
the monopoly of a trade-mark is less complete. Where imported 
goods were marked with a French trade-mark, it was held that 
they could not be sold in the United States when such mark was 
the same as the trade-mark of the plaintiff in the United States. 
Ownership of goods does not carry the right to sell them with a 
specific mark. Bourjois § Co. v. Katzel, 260 U. S. 689, 43 S. Ct. 
244, 67 L. Ed. 464, 26 A. L. R. 567 [18 T.-M. Rep. 69]. 

The Tariff Commission has very ably and succinctly described 


the conditions confronting the complainants in this proceeding in 
the following language: 


“The situation presented by the manufacture in the United States 
of articles infringing patents is quite different from that presented by the 
importation of such articles made abroad. In the case of the sale of 
articles manufactured in the United States the infringing manufacturer 
can be proceeded against and thus the unfair practice be reached at 
its source. Domestic patentees have no effective means through the courts 
of preventing the sale of imported merchandise in violation of their 
patent rights. Customs officers are forbidden to disclose information 
concerning importations. Customs Regulations 1923, Articles 1131, 1323. 
When such merchandise is delivered from customs custody it may be and 
frequently is distributed throughout the United States. The difficulties 
which confront a patentee seeking to enforce his rights through the courts 
are practically insurmountable. He is required to proceed against each 
individual dealer selling the infringing articles, which of course would 
lead to a multiplicity of suits with little likelihood that all infringing 
dealers could be reached. The cost of the numerous suits with the small 
amount of damages which may be recovered in any one suit discourages 
resort to the courts. Moreover, a decree obtained against one dealer 
would have no binding effect upon others, and by the simple expedient of 
changing the consignees the effect of a decree when secured would be 
nullified. Unless, therefore, section 316 may be invoked to reach the 
foreign articles at the time and place of importation by forbidding entry 
into the United States of those articles which upon the facts in a particular 
case are found to violate rights of domestic manufacturers, such domestic 
manufacturers have no adequate remedy.” 


The essence of unfair methods of competition consists in the 
palming off of the merchandise of one person for that of another. 
Samson Cordage Works v. Puritan Cordage Mills (C. C. A.) 211 
F. 603, L. R. A. 1915F, 1107 [4 T.-M. Rep. 225]; Standard Paint 
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Co. v. Trinidad Asphalt Co., 220 U. S. 446, 461, 31 S. Ct. 456, 
55 L. Ed. 536 [1 T.-M. Rep. 10]; Charles Broadway Rouss v. 
Winchester Co. (C. C. A.) 800 F. 706 [14 T.-M. Rep. 159]. It 
cannot be doubted, on inspection of this record, that the goods 
which the respondents were importing were continuously being 
sold to purchasers as the goods of Bakelite Corporation, in viola- 
tion of not only its patent rights but its right to the exclusive use 
of its trade-name. This constituted unfair methods of competition 
and deprived this complainant of the privilege and rights which 
the laws of this country gave it. 

It is, however, contended that the respondents were not per- 
sonally guilty of any unfair acts or methods of competition; that 
they cannot be held responsible for what others may have done 
with the goods they imported and sold to them. A deliberate effort 
to deceive is not a necessary element in unfair competition. The 
question is whether there is actual confusion. Fed. Tr. Com. v. 
Balme (C. C. A.) 23 F. (2d) 615. It has been held that where 
a defendant in an infringement suit knew of the existence of the 
patent and that another person was infringing the same, and sells 
to such other person supplies without which the infringer could not 
operate the same, with the intent and purpose that such infringed 
article should be used by means of said supplies, such defendant 
assists in the infringing use and is contributory thereto. A pre- 
sumption arises that there is such intent when the article so sold 
is only adapted to an infringing use. Henry v. Dick Co., 224 U. S. 
1, 33-48, 82 S. Ct. 364, 56 L. Ed. 645, Ann. Cas. 1913D, 880. 

A case in point is Warner § Co. v. Lilly § Co., 265 U. S. 526, 
44 S. Ct. 615, 617, 68 L. Ed. 1161 [14 T.-M. Rep. 247]. In that 
case goods were made and sold to dealers without any misrepre- 
sentation of the character or origin of the product. The testimony 
discloses, however, many instances of passing off by retail drug- 


gists of the petitioner's preparation when respondent’s preparation 
was called for. The Supreme Court held: 


“That no deception was practiced on the retail dealers, and that they 
knew exactly what they were getting, is of no consequence. The wrong 
was in designedly enabling the dealers to palm off the preparation as that 
of the respondent. . . . One who induces another to commit a fraud 
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and furnishes the means of consummating it is equally guilty and liable 
for the injury.” 

“That a person is a wrongdoer who so furnishes another with 
the means of consummating a fraud has long been a part of the 
law of unfair competition.” Fed. Tr. Com. v. Winstead Co., 258 
U. S. 483, 494, 42 S. Ct. 384, 386, 66 L. Ed. 729 [11 T.-M. Rep. 
277]. Even if dealers understand they are buying a counterfeit 
and not a genuine product, the manufacturer of the counterfeit will 
be enjoined from selling it to such dealers with the purpose and 
expectation that it shall be used by the dealers to deceive the con- 
sumer. Coca-Cola Co. v. Gay-Ola Co. (C. C. A.) 200 F. 720 
[4 T.-M. Rep. 297]. 

The appellants were engaged in the importation and sale of 
complainant’s patent rights. It must have been obvious to them 
that such goods were being sold as “Bakelite,” and that purchasers 
were being misled as to the origin of the goods. In such case a 
burden rested upon these importers to see to it that purchasers 
should not be deceived by confusion in the goods, and to so mark 
their goods that such confusion should not result. Samson Cordage 
Works v. Puritan Cordage Mills, supra; Elgin Nat’l Watch Co. 
v. Ill. Watch Co., 179 U. S. 665, 674, 21 S. Ct. 270, 45 L. Ed. 365; 
Auto Acetylene Light Co. v. Prest-O-Lite Co. (C. C. A.) 264 F. 
810 [10 T.-M. Rep. 320]; Rathbone, Sard & Co. v. Champion 
Steel Range Co. (C. C. A.) 189 F. 26, 37 L. R. A. (N. S.) 258; 
Bayer Co. v. United Drug Co. (D. C.) 272 F. 505, 515 [11 T.-M. 
Rep. 178]; Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 16 
S. Ct. 1002, 41 L. Ed. 118. 


* * * * * * * 


We find no error of law in the findings of the United States 
Tariff Commission herein, and they are therefore affirmed. 


Affirmed. 


Lenroot, Associate Judge, did not participate. 
Garrett, Associate Judge (dissenting). 


Insofar as the instant case depends upon patent infringement, 


therefore, the majority of this court, if its decision when proceeding 





518 TWENTY TRADE-MARK REPORTER 


under Section 316 has any judicial effect, would bring into the 
legal system of the country as an act of unfair competition, or 
practice, or method, an element which neither Congress or any 
court has ever heretofore declared to be such; and that, too, while 
holding the body from which the appeal comes to us to be without 
authority to determine the validity of the patents alleged to be 
infringed, and, I assume, while agreeing that neither this court 
nor the President of the United States has any such authority. 

As I understand it, the patent laws proceed wholly upon the 
theory that letters patent constitute prima facie evidence only that 
the patentee is entitled to the patent, and I know of no case, where 
infringement of a patent was the subject matter of the proceeding, 
which holds that the certificate of the Patent Office is conclusive of 
validity, as the majority opinion holds those here in issue to be 
for the purposes of this proceeding. 

It is true that if it should be held that the statute does require 
a judicial finding by the President, and those who aid him, upon 
the question of validity, aside from the prima facie presumption, 
the effect would undoubtedly be to bring it.into immediate conflict 
with the Constitution, but that is not the fault or responsibility 
of this court. Congress has ample power to deal with the question 
by making the law itself whenever it may elect to do so. 

Trade-mark infringement, when found by the courts, enters 
into the law of unfair competition, but patent infringement, stand- 
ing alone, has been otherwise treated and dealt with by them. 

In the innumerable decided cases relating to unfair competi- 
tion, fraud and deceit must be shown in order to establish it. 


“Unfair competition consists essentially in the conduct of a trade or 
business in such a manner as that there is an express or implied representa- 
tion that the goods or business of one man are the goods or business of 
another.” Am. & Eng. Ency. Law (2d) 345. 

“The essence of the wrong in unfair competition consists in the sale 
of the goods of one manufacturer or vendor for those of another; and 
if defendant so conducts its business as not to palm off its goods as those 
of complainant, the action fails.” Howe Scale Co. v. Wyckoff, Seamans 
& Benedict, 198 U. S. 118, 140, 25 S. Ct. 609, 614, 49 L. Ed. 972. 


In the instant case, I think it cannot be successfully argued 
that any alleged patent infringement is responsible for any alleged 
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deceit or “palming off” of goods. If any infringement occurred, 
it did not constitute deceit, but was the violation of a legal right 
held by the patentee for which the general laws of the country pro- 
vide a remedy. 

I cannot subscribe to the doctrine that simply because it might 
be difficult for a patentee to obtain what he conceived to be ample 
redress against the importers of foreign goods alleged to infringe 
his patents, it follows that Congress intended to apply to importa- 
tions, as constituting unfair practices, elements which were not 
mentioned or hinted at in the statute and which no court has ever 
heretofore held to be such. 


MippLetown Trust Co. v. MippLetowNn Nationat Bank 
(147 Atl. 22) 


Supreme Court of Errors of Connecticut 


July 25, 1929 


Unram Competrrion—Use or Srmtmiar Trape-Names—Rvte. 

No inflexible rule can be laid down as to what use of names will 
constitute unfair competition, the question to be determined being 
whether or not the name is such as to cause confusion in the public 
as between the plaintiff's business and that of defendant. 

Unram Competrrion—Svurrs—“Minptetown Trust Co.” ann “Mippietown 

Nationa Bank anv Trust Co.”—Demurrer—Apreat. 

In a suit for unfair competition brought by the plaintiff, Middle- 
town Trust Company, to restrain use by defendant of the name “Mid- 
dletown National Bank & Trust Company,” the decision of the lower 
court sustaining demurrer to the complaint was overruled and the case 
remanded. 


In equity. Action for unfair competition. On appeal from deci- 


sion sustaining defendant’s demurrer to the complaint. Error, and 
cause remanded. 


Alvan Waldo Hyde and Wallace W. Brown, both of Hartford, 
Conn., and Ernest A. Inglis, of Middletown, Conn., for 
appellant. 

Bertrand E. Spencer, of Middletown, Conn., for appellee. 


Hinman, J.: It is alleged in the original and supplemental 
complaints that the plaintiff, chartered by this State in 1909, since 
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its organization has been engaged solely in the transaction of busi- 
ness as a trust company, and not as a general banking institution, 
has become widely known as such and as the only company hereto- 
fore so engaged in Middletown, and has built up a large and profit- 
able trust business. Until the amendment of the Federal statutes 
in 1918 the defendant had no authority to transact business as a 
trust company and for many years engaged solely in a general 
banking business. In May, 1928, a vote was passed by the stock- 
holders of the defendant corporation to change the name from the 
“Middletown National Bank” to the “Middletown National Bank 
& Trust Company,” and, notice of this action having been pre- 
sented to the Comptroller of the Currency, a certificate was issued, 
in July, 1928, that the name had been so changed and such change 
approved by the Acting Comptroller of the Currency. 

Since this certificate was issued the defendant has commenced 
an extensive campaign of advertising in an effort to increase its 
business by the use of the name and style so adopted. This name 
“has so great similarity to that of the plaintiff as to lead to con- 
fusion in the minds of the public and to cause irreparable injury 
to the property rights and good-will established by the plaintiff 
through the use of its name over a substantial period of years.” 
“As a consequence of the action of the defendant in changing its 
name many persons have been deceived as to the identity of the 
respective institutions, letters intended for the plaintiff have been 
sent to the defendant and there will be further confusion and injury 
to the plaintiff in the event defendant continues to make use of said 
name.” “The use of a name likely to be confused with that of 
the plaintiff is not essential to the transaction by the defendant of 
its business as a national bank, having trust powers, and is an 
invasion of the plaintiff's established rights.” 

To this complaint the defendant demurred, on the following 
grounds: 


“1. The defendant is a national banking corporation existing and 
doing business solely under the acts of Congress of the United States 
and the name under which it performs its functions is subject solely to 
the control of the Federal Government acting through the Comptroller of 
the Currency of the United States. 
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“2, The confusion and resulting injury alleged by the plaintiff to 
exist as a result of the change in the defendant’s corporate name is alleged 
to arise solely out of the use in the defendant’s name of the words ‘Middle- 
town’ and “Trust Company’ and the alleged similarity in these particulars 
is not sufficient to form a basis for the belief sought by the plaintiff.” 

The court held that, the change having been made and ap- 
proved in the manner provided by the Federal law, its use cannot 
be interfered with by any other authority, and sustained the de- 
murrer. 

Since national banks are instrumentalities of the Federal Gov- 
ernment, they are subject to the paramount authority of the United 
States. This authority extends to the name adopted for such a 
bank as well as the other incidents of its creation and of the confer- 
ring of its powers. Such bank may adopt any name which the 
Comptroller of the Currency approves. Third National Bank of 
Baltimore v. Teal (C. C.) 5 F. 508, 505; Swanson v. National 
Bank, 74 Colo. 185, 187, 219 P. 784; 7 Corpus Juris, p. 762. No 
question is made that the change of name by the defendant was 
effected in the manner prescribed by the Federal statute and regu- 
lations. In the sense that it is the name conferred upon the cor- 
poration by the proper chartering powers, it is not open to altera- 
tion or impairment by a state or its officers. This is well illustrated 
by Fidelity National Bank § Trust Co. v. Enright (D. C.) 264 
F. 286, in which the right of the plaintiff bank to its name was 
upheld, notwithstanding a Missouri statute construed by the state 
authorities as not permitting corporations to assume the name of 
“Bank & Trust Company.” It does not follow, however, that this 
principle avails to authorize or protect an unlawful or tortious 
use of a name, although it be lawfully chosen and approved. In 
United States Light § Heating Co. of Maine v. United States Light 
§ Heating Co. of New York (C. C.) 181 F. 182, 184, a suit to 
restrain the use by the defendant of its name, Judge Hand says: 


“If it were true that, in giving a corporation a name, the executive of 
a state licensed it to use that name in any way it chose, of course no court 
would have power to interfere at all with the use of the name, and the 
charter would become a general license to use that name, whether or not 
the use proved tortious. The sounder view . .. . is that the corporate 
name is given merely as the name which the entity may use so long as it 
acts in accordance with law. By that name so chosen it gets no license to 
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commit what would otherwise be a tort. . . . The statute... . merely 
authorizes the taking of a name when used lawfully.” See also Hudson 
Tire Co., Inc. v. Tire & Rubber Corporation (D. C.), 276 F. 59 [11 T.-M. 


Rep. 284]. 

In Peck Brothers & Co. v. Peck Brothers Co. (C. C. A.) 118 
F. 291, 62 L. R. A. 81, involving the right of the plaintiff, a Con- 
necticut corporation, to relief against the defendant, incorporated 
in Illinois, it was held that such incorporation did not protect the 
latter from the consequences of use of its corporate name in unfair 
competition. “In a certain limited sense the sovereignty of the 
State had conferred the name. There is, however, in the term 
‘sovereignty’ no magic to conjure by. It can confer upon indi- 
viduals no right to perpetrate wrong. Nor do we think that the 
sovereignty of the State of Illinois sought to do that. It has a 
general law of incorporation, by which any body of men combining 
for the purpose of business may incorporate under any name they 
may select. The name is not imposed by the law but is chosen by 
the incorporators. With that selection the sovereignty of the State 
has nothing to do. The act of sovereignty allowing incorporation 
is permissive, not mandatory. It sanctions the act of incorpora- 
tion under the name and for the business proposed, if that name 
and that business be otherwise lawful. The sovereign by the act 
of incorporation adjudges neither the legality of the business pro- 
posed, nor of the name assumed. That is matter for judicial deter- 
mination by a court having jurisdiction of the subject when the 
legality of the business or of the name is called in question. If 
one may not use the name imposed upon him in invitum so that it 
shall work wrong to another, by what token may he become incor- 
porated under a name selected by himself to effect like wrong? 
And how is the sovereignty . . . . impugned by the denial to 
incorporators of a right to perpetrate such a wrong?” Page 300 
of 118 F. 

“Incorporators of a company choose a name at their peril. . . . 
They will be presumed to know the names under which probable 
existing competitors . . . . are doing business. The choice of 
a name colorably similar to that used by a competitor is evidence 
of fraud, especially if it is likely that the new corporation will 
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profit by the confusion that will result from the similarity between 
its name and that of a competitor.” Nims on Unfair Competition 
and Trade-Marks (3d Ed. 1929) p. 235; National Circle, Daugh- 
ters of Isabella v. National Order Daughters of Isabella (C. C. A.) 
270 F. 728, 782 [11 T.-M. Rep. 163]; Juvenile Shoe Co. v. Federal 
Trade Commission (C. C. A.) 289 F. 57 [13 T.-M. Rep. 300]. 
In Daughters of Isabeila No. 1 v. National Order, Daughters 
of Isabella, 88 Conn. 679, 685, 78 A. 333, 335, Ann. Cas. 1912A, 
822, we say: 
“Assuming that the New York corporation has the right to do business 
here under its own name, it could not so use it as to violate the plaintiffs’ 
rights to their name first acquired. The law [permitting] this applies in 


all cases, as well where both corporations are domestic as where one or 
both are foreign.” 


The Federal statutes and decisions have rendered futile any 
attempt by a state to define the duties of national banks or control 
the conduct of their affairs whenever such attempted exercise of 
authority expressly conflicts with the laws of the United States 
and either frustrates the purpose of the national legislation or 


impairs the efficiency of these agencies to discharge the duties for 
the performance of which they were created. First National Bank 
of Bay City v. Fellows, 244 U. S. 416, 87 S. Ct. 784, 61 L. Ed. 
1288, L. R. A. 1918C, 288, Ann. Cas. 1918D, 1169; Easton v. 
Iowa, 188 U. S. 220, 28 S. Ct. 288, 47 L. Ed. 452; Owensboro 
National Bank v. Owensboro, 173 U. S. 664, 19 S. Ct. 587, 48 
L. Ed. 850; Fidelity National Bank § Trust Co. v. Enright (D. C.) 
264 F. 286; First National Bank v. Kentucky, 76 U. S. (9 Wall.) 
858, 862, 19 L. Ed. 701. Nevertheless, national banks remain 
subject to such state regulation and control as is not discriminatory 
in favor of local institutions which are, in a sense, in competition 
with them, and which does not interfere with the purpose of their 
creation, tend to impair or destroy their efficiency as Federal agen- 
cies, or conflict with the paramount laws of the United States 
affecting such banks. First National Bank v. California, 262 U. S. 
866, 43 S. Ct. 602, 67 L. Ed. 1080; First National Bank of Bay 
City v. Fellows, supra; First National Bank in St. Louis v. Missouri 
ex rel. Barrett, 268 U.S. 640, 44 S. Ct. 218, 68 L. Ed. 486. 
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Attempts on the part of the State, by legislation, administra- 
tive action, or judicial decision, to deprive national banks of trust 
or other powers such as are exercised by state institutions, which 
have been involved in most of the decided cases, to escheat un- 
claimed deposits, as in First National Bank v. California, supra, 
or to defeat the right of a national bank to sue in its corporate name 
or require it to sue in a different name (as in the illustration cited 
in Thomas v. Bank of Maryland, 46 Md. 48, 52), present a real 
conflict of authority, and the right conferred by the Federal laws 
must prevail. There is an obvious distinction, however, between 
such cases and the application of principles such as those protect- 
ing against unfair competition, to which all corporations, of what- 
ever nature and wherever and by what authority incorporated, are 
amenable. The considerations which we have quoted as to the 
unlawful or tortious utilization of names adopted under state char- 
ters or incorporation statutes seem in no respect inapplicable to 
corporations chartered by or under the Federal Government, and 
we find nothing, in law or reason, to emancipate a national bank 
from a just submission to and observance of such common and 
universal limitations upon the employment of a name. Therefore, 
the first ground of demurrer should have been overruled. 

This conclusion necessitates consideration of the second ground. 
No inflexible rule can be laid down as to what use of names will 
constitute unfair competition; this is a question of fact. The ques- 
tion to be determined is whether or not, as a matter of fact, the 
name is such as to cause confusion in the public mind as between 
the plaintiff's business and that of the defendant, resulting in 
injury to the plaintiff. The test is whether the public is likely to 
be deceived. 388 Cyc. p. 779; Nims on Unfair Competition and 
Trade-Marks, p. 249: 


“Whether the court will interfere in a particular case must depend 
upon circumstances; the identity or similarity of the names; the identity 
of the business of the respective corporations; . . . . the extent of the 
confusion which may be created or apprehended, and other circumstances 
which might justly influence the judgment of the judge in granting or 
withholding the remedy.” Chas. 8S. Higgins Co. v. Higgins Soap Co., 144 
N. Y. 462, 469, 39 N. E. 490, 492, 27 L. R. A. 42, 48 Am. St. Rep. 769. 
See also Hygeia Distilled Water Co. v. Hygeia Ice Co., 72 Conn. 646, 
45 A. 957, 49 L. R. A. 147. 
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If the court finds that the effect of appropriation by one cor- 
poration of a distinctive portion of the name of another is to cause 
confusion and uncertainty in the latter’s business, injure them 
pecuniarily and otherwise, and deceive and mislead the public, 
relief will be afforded. Daughters of Isabella No. 1 v. National 
Order, Daughters of Isabella, 88 Conn. 679, 684, 78 A. 333, Ann. 
Cas. 1912A, 822, and cases cited; Holmes, Booth § Haydens v. 
Holmes, Booth § Atwood Mfg. Co., 87 Conn. 278, 9 Am. Rep. 824. 
It is not sufficient that some person may possibly be misled, but 
the similarity must be such that any person, with such reasonable 
care and observation as the public generally are capable of using 
and may be expected to exercise, would be likely to mistake one 
for the other. International Trust Co. v. International Loan & 
Trust Co., 158 Mass. 271, 278, 26 N. E. 698, 10 L. R. A. 758. 

Under the complaint, fairly construed, it is not the mere adop- 
tion of the changed name, or the name itself, of which the plaintiff 
complains, but the consequences of the appropriation of a name so 
similar to that of the plaintiff and its employment in the defendant’s 
business, in competition with the plaintiff, that, it is alleged, confu- 
sion as to their identity is created, the public misled, and the 
plaintiff injured. If the facts which are provable under the 
allegations of the complaint would support the cause of action 
relied upon, the demurrer must fail. Blakeslee v. Water Commis- 
sioners, 106 Conn. 642, 649, 189 A. 106, 55 A. L. R. 1819. Whether 
the plaintiff can establish, by its proof, the cause of action alleged, 
is not before us at this time. Nor are we called upon to determine 
the extent or form of relief which could be granted without invading 
such rights of the defendant as are inherent in it by reason of its 
incorporation under the Federal law and the powers thereby con- 
ferred upon it. We are unable to hold, as a matter of law, that the 
consequences which might be proven by the plaintiff, under the 
allegations of its supplemental complaint, as accruing from the 
similarity of corporate names, could not be such as to entitle it to 
relief under the principles above stated. Therefore, the defendant 
could not prevail upon its second ground. The demurrer should 
have been overruled. 
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There is error, the judgment is set aside, and the cause re- 
manded to the superior court to be proceeded with according to law. 


All the Judges concur, except Haines, J., who dissents. 


Hatt v. Hoitstrom 
(289 Pac. 668) 


District Court of Appeals, Third District, California 
June 19, 1930 


Trape-Marxs—Wuat Constirvures. 

A trade-mark or design used as a sign is property and, therefore, 
susceptible of private ownership. Its possession entitles the owner 
thereof to its use to the exclusion of others. 

Trape-Marxs—Recistration Unper Carirornia Stature. 

Under Section 991 of the California Civil Code, one may appro- 
priate to his exclusive use and register a trade-mark, name, symbol 
or design to designate the ownership of a business, as well as a brand 
of merchandise. 

Trave-Marxs—Srate RecGistratTiIoN—CA.LIFoRNIA—SCOPE. 

A trade-mark when duly registered under the state statute, held 
entitled to protection against the use of the same mark by a com- 
petitor, though the latter is forty miles away. 

Trape-Marxs—“Wurre Spor” anp Device or Same—Va.mrry. 

The words “The White Spot” and the design of a white spot held 
to be purely fanciful, as applied to restaurants and, therefore, regis- 
trable as a trade-mark. 

Trape-Marks—INFRINGEMENTS—LACHES. 

The delay of one year in bringing suit for infringement held not 
to constitute laches. 

Trape-Marxs—INFRINGEMENT—REsSTAURANTS AND Luncu CounTEers—Com- 

PETITIVE BUSINESSES. 

A lunch counter held to belong to the same class of business as a 
restaurant, as both are operated for the selling of food. 


In equity. Action for trade-mark infringement. From a deci- 
sion denying injunctive relief, plaintiff appeals. Reversed. 


Estudillo & Schwinn, of Riverside, Calif., for appellant. 
A. Heber Winder, of Riverside, Calif., for respondent. 


R. L. Tuompson, J.: This is an appeal from a judgment 
denying injunctive relief from an alleged infringement of a trade- 
name and design called “The White Spot.” This name, together 
with the design of a white spot over a black background, was regis- 
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tered and used by the plaintiff to designate his ownership of three 
restaurants which he maintained in Los Angeles. 

From and after June, 1924, the plaintiff established and there- 
after operated his first restaurant on Wilshire Boulevard in Los 
Angeles. The second one was opened in March, 1927, on Beverly 
Boulevard. The third one was instituted in August of the same 
year, and was also located on the last-mentioned boulevard. The 
business prospered. In 1928 the aggregate income from these 
restaurants was $495,000. In 1924, before the defendant owned 
or operated a restaurant, the plaintiff recorded with the Secretary 
of State of California, pursuant to Section 8197 of the Political 
Code, as a trade-name and mark, the words “The White Spot,” 
together with the design of a circular white spot, to be used in 
connection with, and as a sign to designate the ownership of, his 
said restaurant business. On April 6, 1927, he again recorded 
with the Secretary of State, pursuant to law, a similar trade-mark 
to be used in connection with his said restaurant business, being 
the same words, “The White Spot,” together with the design of a 
white spot on a black background. 

December 15, 1925, the defendant established for the first time 
and thereafter maintained a restaurant at Riverside, in a building, 
which building, since August, 1923, was called “The White Spot of 
Riverside.” This restaurant he named and advertised as “The 
White Spot,” and also adopted and used, in connection with his 
restaurant, a design of a white spot similar to the sign which had 
been previously registered and was employed by the plaintiff to 
advertise his restaurant business of the same character. On March 
10, 1927, the defendant and his wife filed with the county clark of 
Riverside County articles of co-partnership under the fictitious 
name of “White Spot Café.” The court found that the “market- 
ability of plaintiff's business” was “greatly injured and damaged” 
by the defendant’s use of the name “The White Spot,” together 
with his use of the design of a white spot as a sign. But the court 
further found that the “standing and reputation” of the plaintiff's 
business had not been injured. It was also found that the defend- 
ant adopted the name and design of “The White Spot” at the 
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time his restaurant was first opened in December, 1925, as the 
result of a prize contest in the suggestion of an appropriate name 
for a restaurant; that he then had no knowledge of the plaintiff's 
use or registration of that name and design; that the defendant 
first learned of the plaintiff's use of this trade term in the “early 
part of the year 1927”; that the defendant has expended a large 
sum of money in advertising his restaurant as “The White Spot” 
and in establishing the good-will of his business under that name; 
that he will suffer great loss if he is required to cease using the 
trade-name and design; that the plaintiff’s original business enter- 
prise was merely a lunch counter and not a restaurant; and that 
“no competition exists between the business of plaintiff and that 
of defendant.” Thereupon judgment was rendered denying the 
plaintiff injunctive relief. Frim this judgment the appeal was 
perfected. 

The appellant contends that the findings do not support the 
judgment, for the reason that his uncontradicted prior appropria- 
tion, use, and registration of the trade-name and design as deter- 
mined by the court entitles him to the exclusive use of the same and 
to an injunction prohibiting defendant from infringing thereon, 
and that the court’s finding that “the marketability of plaintiff's 
business is being injured and damaged by reason of defendant's 
use of the name “The White Spot’” is in irreconcilable conflict 
with the further finding that “no competition exists between the 
business of plaintiff and that of defendant.” 

On the contrary, the respondent asserts that: (1) The name 
“The White Spot,” as applied to a place of business, is not subject 
to registration; (2) there is no infringement, since the character 
of plaintiff's lunch counter and defendant’s restaurant business are 
entirely different; (8) the plaintiff is barred by laches from his 
asserted remedy; (4) the plaintiff failed to assert that his business 
was damaged by the alleged infringement, but upon the contrary 
merely claimed that “the standing and reputation of plaintiff's 


business” was injured and damaged by defendant’s use of the trade- 
name and design. 
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There is a clear distinction between unfair competition in simi- 
lar businesses and an infringement upon an appropriated and regis- 
tered trade-name and design. The former may be included within 
the latter, but the latter may exist independently of the former. 
The court found that the plaintiff duly recorded the trade-name and 
design in controversy pursuant to Section 3197 of the Political 
Code prior to the defendant’s establishment of his restaurant or 
use of the name or design. 

The statute does authorize one to appropriate to his exclusive 
use and register a trade-mark, name, symbol, or design to desig- 
nate the ownership of a business as well as a brand of merchandise, 
device, or thing. Section 991 of the Civil Code provides: 

“One who produces or deals in a particular thing, or conducts a par- 
ticular business, may appropriate to his exclusive use, as a trade-mark, 
any form, symbol, or name which has not been so appropriated by another, 
to designate the origin or ownership thereof; but he cannot exclusively 
appropriate any designation, or part of a designation, which relates only 


to the name, quality, or the description of the thing or business, or the 
place where the thing is produced, or the business is carried on.” 


The fact that the name “The White Spot” and the design of 
a white spot on a black background or otherwise is purely artificial 
and fanciful, and not merely descriptive of the quality, location, 
or thing, is not controverted. The court found that “said words 
and design are purely and entirely fanciful and artificial, and in 
no way descriptive of either the nature, kind or location of either of 
said businesses of plaintiff or defendant.” We are, therefore, of 
the opinion that both the name and design are legally susceptible of 
registration and protection as a trade-name and design. 

A trade-mark or design used as a sign is property, and is 
therefore susceptible of private ownership. Section 655, Civ. Code. 
The possession of a trade-mark, design, or sign entitles the owner 
thereof to its use to the exclusion of others. Section 654, Civ. 
Code. While it is true that the definition of a trade-mark, as that 
term is used in Section 3196 of the Political Code, does not include 
a name which designates the ownership of a business, clearly the 
exclusive use of such a trade-name of a business or enterprise may 
be reserved to the owner by registration, as provided by Section 
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8197 of the Political Code, which declares that “any person may 
record any trade-mark or name by filing with the secretary of 
state his claim to the same. . . .”” Moreover, the last-mentioned 
section must be read and construed with Section 991 of the Civil 
Code, which specifically authorizes one to “appropriate to his exclu- 
sive use, as a trade-mark, any form, symbol, or name . . . . to 
designate the origin or ownership thereof.” Section 4480 of the 
Political Code provides: “With relation to each other, the provi- 
sions of the four codes must be construed . . . . as though all 
such codes had been passed at the same moment of time, and were 
parts of the same statute.” It would be unreasonable to hold that 
a fictitious or fanciful name, symbol, or design, not otherwise objec- 
tionable, could be appropriated and registered by the owner as a 
trade-mark to identify merchandise or other objects, but that the 
same protection would not be afforded the owner of a business to 
protect the name or design of a proper sign under which he oper- 
ates. Woodward v. Lazar, 21 Cal. 448, 82 Am. Dec. 751, 26 
R. C. L. 860, § 88. The benefits of an exclusive trade-mark are 
to create and preserve a favorable reputation, to stimulate the sale 
of a particular article, and to distinguish it from similar competing 
products. Sun-Maid Raisin Growers v. Mosesian, 84 Cal. App. 
485, 494, 259 P. 680. It may be added that it is the purpose of 
the law to protect by registration or injunction the exclusive use 
of a name, symbol, or sign of the ownership of a particular business 
to preserve and increase the value, patronage, and good-will of 
the enterprise. A trade-mark, name, or sign of a particular busi- 
ness of an owner thereof is auxiliary to, and an inseparable part 
of, the good-will of its possessor. Nims on Trade-Marks, p. 505, 
§ 188. The appropriation of the exclusive use and registration of 
a suitable name, sign, design, or symbol indicating the ownership 
of a business, although it may be operated in various units and in 
remotely separated cities or localities, may not be questioned. Thus 
it is not open to controversy that the registration or exclusive 
appropriation of such terms as “Piggly-Wiggly,” “Cash and Carry,” 
“Anna-May Tea Room,” “Pig’n Whistle,” “Silver Slipper Café,” 
“Blue Bird Cafeteria,” “Tait’s Tavern,’ “Hudson Bay Fur Co.” 
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and “Philadelphia Shoe Co.,” as an indication of the owner’s place 
of business, will be protected by equity. This is true, although 
the owners may operate a chain of similarly named restaurants or 
stores at various and remote places. 24 Cal. Jur. 624, § 12; Benioff 
v. Benioff, 64 Cal. App. 745, 222 P. 8385 [14 T.-M. Rep. 119]. 
With respect to the protection of a trade-mark or name, Section 
8199 of the Political Code provides that: 

“Any person who has first adopted and used a trade-mark or name, 
whether within or beyond the limits of this state, is its original owner. 
Such ownership may be transferred in the same manner as personal prop- 
erty, and is entitled to the same protection by suits at law.” 

There is, therefore, no reason why the name or design of “The 
White Spot,” as the same was used and duly registered to designate 
the plaintiff's ownership of his several restaurants, may not be pro- 
tected from infringement by injunctive relief, even though a similar 
business is operated by the defendant under the same name and 
design at Riverside, which is forty miles distant from the city of 
Los Angeles where plaintiff's restaurants are located. 

There is no merit in respondent’s contention that equity will 
afford no relief because plaintiff’s original place of business was 
a lunch counter rather than a restaurant. Both are operated for 
the purpose of preparing and selling food to satisfy hunger. The 
respective names indicate only a difference in the magnitude of 
the business rather than a distinction in the character thereof. 
Moreover, plaintiff's business increased until his income from that 
source amounted to $495,000 in the year 1928, while the defendant 
received but $84,000 from his restaurant during the same year. 

The plaintiff's remedy against infringement of his registered 
trade-name is not barred by laches. Only about a year elapsed 
from his discovery of defendant’s use of the name until he formally 
demanded a cessation thereof. The court found that the plaintiff 
first learned of defendant’s use of the trade term “in the early 
part of 1927.” It was March 10, 1927, when the defendant and 
his wife filed their certificate of co-partnership under the name 
“White Spot Café.” June 21, 1928, demand was made on the 
defendant to cease using the name and design. October 28 of the 
same year the suit was commenced. The trial court did not find 
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that the plaintiff was guilty of laches. We are of the opinion that 
this delay under the circumstances did not constitute laches, and 
that the doctrine of laches is not ordinarily a defense to an appli- 
cation for injunction to restrain an infringement on the use of a duly 
registered and privately owned trode-mark or name. Where the 
public has not been misled or deceived to its damage by the delay in 
instituting au action for infringement against the use of a trade- 
mark or design, mere laches will not furnish a defense. In Hop- 
kins on Trade-Marks (4th Ed.) p. 206, § 89, it is said: 


“By the recent decision of the Supreme Court in the case of McLean 
v. Fleming, 96 U. S. 245, 24 L. Ed. 828, it was held that acquiescence of 
long standing was no bar to an injunction [for infringement of a trade- 
mark].” 


So, also, in 88 Cyc. p. 881, it is said: 

“In suits for unfair competition or infringement it is well settled that 
mere laches in the sense of delay to bring suit does not constitute a 
defense. Such laches may, under some circumstances, bar an accounting 
for past profits, but under no circumstances will it bar an injunction 
against a further continuance of the wrong. Laches or delay must be 
accompanied by circumstances amounting to an abandonment or an estop- 
pel before it constitutes any defense. Mere delay and silence, although 
with knowledge of infringement, does not amount to consent and is no 
bar to relief against a continuance of the infringement.” Nolan Bros. 
Shoe Co. v. Nolan, 131 Cal. 271, 63 P. 480, 53 L. R. A. 384, 82 Am. St. 
Rep. 346; Nims on Trade-Marks, p. 1025, § 413. 

The allegation of the complaint, “That the standing and repu- 
tation of plaintiff's business has been and now is greatly injured 
and damaged by reason of the use by said defendant of the said 
name “The White Spot,’ ” is sufficient, in the absence of a demurrer, 
to support evidence of circumstances tending to show injury such 
as will warrant the issuing of an injunction to prevent a continuing 
infringement of a registered trade-mark or name. It is claimed 
the foregoing allegation will not support evidence of injury or 
damage to the business of the plaintiff. Actual damages were not 
sought by the plaintiff in this action. Moreover, the “standing and 
reputation” of a business is a vital part of the good-will of the 


business. In Nims on Trade-Marks, p. 506, § 188, it is said: 
“The trade-mark is the expression, the symbol, of part or all of the 


good-will of the business using the mark. Separate from the good-will 
of the business it identifies, a trade-mark is useless, valueless.” 
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It follows that injury to the “standing and reputation” of the 
business becomes an injury to the good-will of the business. In- 
fringement upon a trade-mark which results in injury to the good- 
will of the business may be enjoined. In this case the court found 
that “the marketability of plaintiff's business is being injured and 
damaged by reason of defendant’s use of the name “The White 
Spot’ and the design of a circular white spot.”” That which affects 
the marketability of a business affects the good-will and value of 
the business itself. Moreover, for the purpose of restraining in- 
fringement of a trade-mark, proof of the actual sustaining of dam- 
ages is unnecessary. In Hopkins on Trade-Marks, p. 448, it is said: 


“Proof of injury is unnecessary if the evidence establish the fact 
that injury will result unless such use . . . . will be restrained. The 
infringement of a trade-mark implies injury.” 


In the case of Lanahan v. John Kissel & Son (C. C.) 185 F. 
899, 908, the court says: 


“The object of injunctive relief is to prevent injury, threatened and 
probable to result, unless interrupted. Why should a person be required 
to stand by and see his property impaired, before he may stay the hand 
of the person seeking to offend? Actual injury may be the best evidence 
of its own existence, but a person should not be compelled to abide the 
results of trespass for the purpose of obtaining evidence of its injurious 
effects. Wrongs which are the probable result of given means should 
be prevented, not awaited. The infringement of the trade-mark implies 
injury.” 

In 26 R. C. L. 897, § 75, it is said: 

“Relief by way of injunction will be granted against the unauthorized 

use of the plaintiff's name in business although there is no allegation that 


he has been damaged thereby.” Bagby v. Rivers, 87 Md. 400, 40 A. 171, 
40 L. R. A. 632, 67 Am. St. Rep. 357. 


The question of actual knowledge on the part of the defendant 
of plaintiff's prior appropriation and use of the trade-name and 
design is immaterial. The registration of the trade-name according 
to law is constructive notice of the appropriation thereof. In 24 
Cal. Jur. 626, § 15, it is said: 

“One who has obtained the exclusive right to a trade-mark is entitled 
to restrain an infringement, whatever the motive or intent of the infringer, 
the relief being granted, not on the ground of fraud, but because a right 


of property—i.e., plaintiff’s exclusive right to the use of his trade-mark— 
has been invaded.” Italian Swiss Colony v. Italian Vineyard Co., 158 Cal. 
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252, 110 P. 918, 32 L. R. A. (N. S.) 489; United Security, etc., Co. v. 
Superior Court, 205 Cal. 167, 270 P. 184. 

In the case of Banzhaf v. Chase, 150 Cal. 180, 88 P. 704, the 
court held that one using the trade-mark of another, to his injury, 
will be restrained, even though he be entirely ignorant of the 
owner’s prior use thereof, and regardless of the motive or intent 
with which it is employed. In Sun-Maid Raisin Growers v. Mose- 
sian, 84 Cal. App. 485, 497, 258 P. 680, 685, it is said: 


“The authorities are fairly uniform to the effect that it is not neces- 
sary to prove actual fraud or deception, but this may be assumed where 
the facts indicate that a purchaser [or customer], exercising ordinary care, 
would be likely to be deceived by the imitation of a trade-mark.” 


eee 


The case of Dunston v. Los Angeles Van §& Storage Co., 165 
Cal. 89, 181 P. 115 [3 T.-M. Rep. 231] upon which the respondent 
relies, with respect to the necessity of proving fraud, was deter- 
mined upon the ground that the name “Los Angeles Van & Storage 
Company,” the infringement of which was there involved, was 
not susceptible of exclusive appropriation or registration, for the 
reason that it “has reference in its first words to the place of busi- 
ness; in the remaining words to a description of the business.’ 

The fact that the defendant in this case owned a building at 
Riverside prior to the registration of the trade-name and design 
of the plaintiff, which building was known as “The White Spot of | 
Riverside,” furnishes no valid reason why an injunction should not ; 
issue in the present case. The name of the defendant’s building was 
not associated with the restaurant business. The defendant then . 
had no restaurant. The name also referred to the place where the 
business was carried on. That name was, therefore, not subject | 
to registration under the provisions of Section 991 of the Civil Code 
as that section was construed in the Dunston Case, supra. More- 
over, the defendant abandoned that name, and subsequently sought 
to carry on his restaurant in the same building under the exact 
name of “The White Spot,” with a similar white spot design as a 
sign, which had been previously appropriated and registered by the 
plaintiff. 

We are satisfied the court erred in refusing to enjoin the de- 
fendant from infringing on the use of plaintiff’s prior appropriation 
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and registration of his said trade-name and design. The findings 
of the court are adequate, and under the law, as we view it, they 
seem to require a reversal of the judgment. 

The judgment is accordingly reversed, and the court is directed 
to enter a judgment enjoining the defendant from infringing on 


the plaintiff’s exclusive right to the use of his said trade-name and 
design. 


We concur: Fincu, P. J.; Ptummer, J. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Motion to Dismiss 


Kinnan, F. A. C.: Held that the petitioner for cancellation, 
the Texas Ichthyol Chemical Company (Texas Ammonium Ich- 
thyolate Co., Substituted), was properly permitted to dismiss with- 
out prejudice its petition for cancellation. 

In his decision the First Assistant Commissioner noted the 
arguments that had been presented and, after stating the appellant 
had set forth categorically the usual reasons that the federal 
courts have deemed persuasive in permitting, or refusing to permit, 
the plaintiff to dismiss the bill without prejudice, said: 

“It may be said that none of the six reasons recited on page 12 of 
the appellant’s brief as having been relied upon by courts in denying 
similar motions is so far present in the case at bar as to justify the 
refusal of the petitioner’s motion and the reversal of the decision of the 
examiner of interferences upon it. Clearly enough the appellant has 
sought no affirmative relief and nothing in the nature of a cross bill has 


been presented. It is not clear the appellant would be injured or 


prejudiced by the granting of the motion beyond the possible annoyance 
of renewed litigation. 
* *# # & & 


“It is true such judgment would bar renewed proceedings of this 
character but the disposition of motions to discontinue has not, in equity 
proceedings, usually been influenced or determined by this consideration.” 

With reference to the argument that a question of public policy 
was involved and that the case was “ripe for decision,” he said: 


“It is not thought there is any public policy involved in the instant 
proceedings or, if there is any, it is too remote to be considered. As to 
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the testimony being closed, the case being ready for final hearing, or, 
‘ripe for decision,’ it is believed even if these matters are admitted to 
be true, they are not sufficient to bar the petitioner the grant of its 
motion to discontinue.” * 

Conflicting Marks 

Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for shaving cream a mark consisting of 
the pictorial representation of the head and shoulders of a man 
with the words “Peau-Doux” therebeneath, the pronunciation of 
these words as “Po-Do” being indicated, in view of the prior 
adoption and use by opposer of the word “Peaudouce” as a trade- 
mark for cosmetics including skin cream. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar as applied 
thereto. 

With respect to the marks, the First Assistant Commissioner 
said: 

“As to the ownership and the alleged descriptiveness of the mark, 
it will be sufficient to here note that the opposer has established use on 
its goods of this notation for which it has obtained registration and if 


the applicant’s mark is likely to cause confusion of goods or origin when 
used in the same market, the opposer would be damaged. 


**# &# *# & 






“It is considered clear enough the words of the two marks are sub- 
stantially the same in spelling, appearance, sound, and significance, and 
and the presence in the applicant’s mark of the picture would not pre- 
vent customers calling for the goods by the name “Peau-Doux.” Obvi- 
ously the opposer’s goods would likewise be called for by substantially 
this same name.” 


With respect to the goods, he said: 


“Following the holdings of the Court of Customs and Patent Appeals 
(citing decisions) it is held the goods possess the same descriptive prop- 
erties within the meaning of the trade-mark statute, that there would be 
confusion in trade, and the applicant should therefore be denied registra- 
tion.” ? 


















Kinnan, F. A. C.: Held that applicant is not entitled to 
register either the words “Modern Mechanics” or the words “Mod- 
*Texas Ichthyol Chemical Company v. Ichthyol-Gesellschaft, Cordes, 


Hermanni & Co., 156 M. D. 487, July 30, 1930. 
* Godefroy Mfg. Co. v. Walgreen Co., 156 M. D. 412, July 8, 1930. 
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ern Mechanics and Inventions” as trade-marks for magazines in 
view of the prior use by opposer of the term “Popular Mechanics” 
as a trade-mark for a magazine, on the ground that the goods are 
the same and the marks as applied thereto are confusingly similar. 

In the decision in opposition No. 9056, after stating that the 
opposer had used its mark for over a quarter of a century prior 
to the adoption of its mark by the applicant, had established a 
large circulation and spent considerable sums of money in adver- 
tising and that if there is a doubt it must be resolved against the 
newcomer, the First Assistant Commissioner said: 

“It is believed this case is controlled by the decision in the case of 
New Metropolitan Fiction, Inc. v. Dell Pub. Co., 364 O. G. 778, 57 App. 
D. C. 244 [17 T.-M. Rep. 235]. In this case application was made for 
the registration of the words ‘Modern Marriage’ as a title for a monthly 
magazine. The opposer proved priority of adoption and use of its 
registered marks ‘Marriage’ and ‘Marriage Stories’ (quoting from the 
decision). The court further referred to the holdings in the cases of 
Vogue Co. v. Brentano’s, 261 Fed. 420, in which the trade-mark ‘Vogue’ 
as the name of a magazine was held to be infringed by the use of 
‘LaVogue Parissienne’ as the name of another publication, and Art Metal 
Const. Co. v. Textile Pub. Co., 54 App. D. C. 75 [14 T.-M. Rep. 285], in 
which the name “The Office Economist’ was held confusingly similar to 
the name ‘Dry Goods Economist’ when used upon similar publications. 


“It is clear enough, and the testimony supports the conclusion, that 


confusion will result from the use of these two names upon the respective 
magazines.” * 


Kinnan, F. A. C.: Held that the American Maid Under- 
garment Company was not entitled to register as a trade-mark 
for ladies’ and misses’ gowns, bloomers, etc., a mark consisting of 
the representation of a young woman partially clad in an under- 
garment, seated before a dresser, beneath which appears the words 
“American Maid,” in view of the prior use by the American Maid 
Company of a mark for the same class of goods, which consists 
of the pictorial representation of the standing figure of a young 
woman clothed in undergarments and stockings, back of which 
figure is a black disk less in height than that figure, with the 
words “American” and “Maid” appearing on the right- and left- 
hand sides respectively of these features, and that the registration 


* Popular Mechanics Co. v. Fawcett Publications, Inc., 156 M. D. 434, 
July 29, 1930. 
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which had been obtained by the American Maid Undergarment 
Company under the Act of 1905 should be cancelled. 

After noting that the petitioner for cancellation had taken 
testimony but the applicant had not, that that testimony esablished 
adoption and use prior to the registrant’s date of filing and the 
only question therefore related to the similarity of the marks, he 
said: 

“There is some showing that the petitioner has used its mark without 
the figure of the standing young women but this is deemed immaterial. 
The use of the mark including the pictorial representation of the stand- 
ing figure of the young woman is certainly not shown to have been 
abandoned. Both marks use the same distinctive notation, ‘American 
Maid, and the pictorial representations of the figures emphasize the 
meaning of this notation. It seems plain customers would call for the 
goods by these words. It would be difficult to describe the marks, in 
calling for the goods, in any other way. 


— * * * * 


“Being familiar with the petitioner’s mark and seeing that of the 
respondent upon the same class of goods, customers would be led to 
suppose the variation in the pictorial representation merely indicated 
some particular or different kind of undergarment put out by petitioner 
rather than that it represented a different origin.” * 


Kinnan, F. A. C.: Held that the trade-mark shown in the 
application of the Hawaiian Pineapple Company, Ltd., consisting 
of the words “Royal Palm” appearing between the pictorial repre- 
sentation of two palm trees is registrable over two prior registra- 
tions cited by the Examiner, but is so similar to the mark of the 
West Indies Fruit Importing Company, Registration No. 235,555, 
that it is not registrable to the applicant unless priority of adop- 
tion and use is proven. 

In his decision, after noting that the applicant had previously 
registered the words “Royal Palm” alone and also noting the state- 
ment of the Examiner that when in the present application the 
representation of palm trees was included, it gave the mark much 
greater similarity to that of the West Indies Fruit Importing 
Company and stating that applicant’s mark was no more similar 
to two of the registrations cited than was the mark of the West 
Indies Company, the First Assistant Commissioner said: 


*American Maid Co. v. American Maid Undergarment Co., 156 M. D. 
441, August 4, 1930. 
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“It is considered, however, to be plain enough the applicant must be 
denied registration in view of the registration to the West Indies Com- 
pany, unless the applicant was the prior user of this composite mark 
including the words and the representation of the palm tree. Since the 
applicant alleges a date of adoption and use prior to that set forth in the 
registration of the West Indies Company and asks for an interference it 
is thought proper that such a proceeding should be instituted.” ° 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the notation “Anchorug” as a trade-mark for a dressing 
to be applied to the back of a rug to prevent slipping and curling, 
in view of the prior adoption and use by opposer of the notation 
“Rug Anchor” as a trade-mark upon materials preventing rugs 
from slipping. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar as applied 
thereto. 

In his decision, after stating that the opposer had used the 
mark upon a sheet or mat, on one surface of which was placed an 
anti-slipping composition, the mat being adapted to be placed under 
a rug with the anti-slipping surface in engagement with the floor, 
while applicant’s goods are in the nature of a liquid dressing to 
be applied to the rugs, and noting that the goods are physically 
unlike in appearance, the First Assistant Commissioner said: 


“The goods of the parties would, clearly enough, not be confused 
by purchasers. They are, however, for the same general purpose of 
preventing by anti-slipping composition the slipping of the rug. In the 
one case the material is spread directly upon the rug and dries to a 
suitable consistency, while in the other case a similar composition as to 
function and purpose is spread upon the fabric, which in turn is made 
to engage the rug upon its other surface. It is deemed quite probable 
that anyone familiar with the opposer’s goods, and seeing those of the 
applicant on the market, would be led to conclude the latter were pro- 
duced by the opposer. That confusion of origin would result if the 


respective marks appeared in the same market upon the respective goods 
seems a fair conclusion.” 


With respect to the marks, he said: 


“As to the marks themselves, that of the applicant is practically a 
mere reversal of the two words adopted by the opposer. There seems 
to be no reason why, if the applicant did not wish to obtain some advan- 


*Ex parte Hawaiian Pineapple Company, Ltd. 156 M. D. 448, 
August 7, 1930. 











540 TWENTY TRADE-MARK REPORTER 


tage from opposer’s commercial activities, the applicant selected a mark 
so nearly identical with that of the opposer.” * 


Kinnan, F. A. C.: Held that The Buckeye Soda Company 
was not entitled to register, under the Act of 1905, the term 
“Novite” as a trade-mark for washing soda and that the registra- 
tion which it had obtained should be cancelled in view of the prior 
adoption and use by the Oakite Products, Inc., of the term “Oakite”’ 
as a trade-mark for cleaning and polishing compounds. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar as applied 
thereto. 

In his decision, the First Assistant Commissioner noted that 
the petitioner for cancellation was the first in the field by sixteen 
or more years, that it had spent large sums in advertising its 
product and had built up a very large business and therefore the 
doubt, if any, should be resolved against the later comer. 

He also noted that the respondent had pleaded in its answer 
some thirty or more registrations of marks for the use upon similar 
goods terminating in the letters “ite’’ and contended that in view 
thereof neither party could have an exclusive right in connection 
with that syllable, and that otherwise the marks were not similar. 

He stated that the petitioner substantially admitted that it 
had no exclusive right to this syllable but that the marks as a 
whole, especially as the first syllable of each contains an o which 
is pronounced with a long sound, are confusingly similar and that 
it is entitled to be protected in what it calls the “O-ite” element. 
He then said: 


“Looked at as a whole, the two marks have many features in common 
beside the terminal syllable. Both are short words and have the same 
number of letters; both have the long o sound in the first syllable and 
terminate in the identical letters ‘ite.’ It would seem the respondent, so 
long after the petitioner had built up its business under its mark, should 
not have adopted a mark so nearly approaching that of the petitioner. It is 
believed there is at least a reasonable probability of confusion.” ’ 


*K. I. duPont de Nemours & Co. v. The Hoover Co., 156 M. D. 459, 
August 15, 1930. 

7Oakite Products, Inc. v. The Buckeye Soda Co., 156 M. D. 462, 
August 16, 1930. 
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Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for malt syrup, the notation “Jolly Times” 
in view of the prior adoption and use by the opposer of the notation 
“Jolly Dutch” on the same goods. 

The ground of the decision is that the marks as applied to 
these identical goods are confusingly similar. 

In his decision, the First Assistant Commissioner noted that 
the opposer had used its mark from a date long prior to the date 
of the applicant’s application for registration, to which it was 
restricted having taken no testimony, and stated that both marks 
contained as the first word the distinctive word “Jolly” and the 
goods were of a character that would be purchased by all classes 
of people including children and servants and in view of the price, 
little thought would be given to the dress of the goods or the 
marks. 

He then said: 


“The appearance of this prominent and distinguishing word ‘Jolly,’ 
which gives a sort of character to the marks, would be likely to be 
remembered by purchasers of opposer’s goods and mislead such pur- 
chasers into obtaining the goods of the applicant, under the impression 
they were obtaining the goods of the opposer.” * 


Moore, A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for lubricants, the term “AmOviS” in 
view of the prior adoption and use by opposer of the term “MorVis” 
as a trade-mark for the same goods on the ground that the marks 
are confusingly similar as applied to the goods in question. 

In his decision, after noting the specific differences between 
the marks, the Assistant Commissioner said: 


“As to sound, the two marks are regarded as confusingly similar when 
pronounced as they would be by the average member of the purchasing 
public. 

“As to appearance, while on comparison differences would be observed, 
yet, when the two marks are carried in the memory, it is believed that 
those differences would be forgotten.” 


With respect to the applicant’s argument that in view of prior 
registrations no one is entitled to a protection so broad as to pre- 


®St. Louis Products Co. v. International Products Co., 156 M. D. 461, 
August 16, 1930. 
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vent another from including the syllable “vis” in a dissimilar mark 
and noting certain decisions, he said: 


“I am of the opinion that the two marks, when considered as a whole, 
are confusingly similar to each other and that the rule applied by the 
courts in many cases to the effect that the newcomer should not adopt 
a mark closely approximating that of an earlier user should be applied 
in this case.” ° 


Descriptive Terms 


Kinnan, F. A. C.: Held that the applicant is not entitled 
to register, under the Act of 1905, the word “Opalescent” as a 
trade-mark for silk velvets and velvets of silk and rayon, since 
this word is merely descriptive of the goods. 

In his desision, after referring to the dictionary definition of 
the word “opalescent,” the First Assistant Commissioner said: 


“It is well known that the goods to which the applicant applies the 
notation, when considered as piece goods, are made in different colors 
and frequently possess the property of reflecting light at different angles 
with a kind of iridescence which, in some instances, may be fairly well 
termed ‘opalescent.’ The word is a common descriptive word in our 
language and any part of the public should be permitted to use it in 
connection with goods of this character and no one should be permitted its 
exclusive appropriation.” ” 

Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the term “Chinchilla” as a trade- 
mark for silk velvets and velvets made of silk and rayon, since the 
term is merely descriptive of the goods. 

In his decision, after noting that the Examiner had relied 
upon certain decisions in support of his holding that the goods of 
the applicant are of the same descriptive properties as woolen 
piece goods or thick heavy cloth from which coats are frequently 
made, and noting applicant’s argument that the name as defined 
in the dictionary is the name of a South American rodent or its 
fur and at the most would be merely descriptive of applicant’s 
goods, the First Assistant Commissioner said: 


“It is held, since this word has long been used to describe a fabric 
made somewhat in imitation of the fur of the animal, purchasers would 


*Barstone Oil Co. v. American Oil & Supply Co., 156 M. D. 469, 
August 21, 1930. 


* Ex parte J. B. Martin, 156 M. D. 452, August 13, 1930. 
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be led to believe the applicant’s goods were likewise made in imitation 
of the fur and would interpret the term as merely descriptive of the 
fabric. The term having been for so long a time applied to a fabric in 
a descriptive sense, it is deemed the applicant is properly held to be 


seeking registration of a mark which is merely descriptive of the character 
or quality of the goods.” * 


Functional Feature 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for hollow tiles, a mark said to consist 
in a groove or depression formed in the transverse web and end 
walls of one side only of the tile. 

The ground of the decision is that such a groove has a me- 
chanical function and is an integral part of the tile and conse- 
quently cannot serve as a trade-mark. 

In his decision, after noting that affidavits had been submitted 
by the officers of the appellant corporation that this depression or 
groove was adopted solely for trade-mark purposes, and noting 
further the argument that it is difficult to properly place on such 
articles a suitable trade-mark and calling attention to the patent 
to Nelson, No. 1,572,305, in which a groove, somewhat deeper than 
that shown in the trade-mark drawing, is placed in a tile for 
mechanical purposes, the First Assistant Commissioner said: 


“It is evident that if the appellant obtained registration of its alleged 
mark the patentee could not manufacture the tile disclosed in his patent 
without infringing this trade-mark. While the appellant claims to have 
adopted this form of tile long prior to the date the patentee filed his 
application yet if registration were granted, it is clear the appellant 
would in effect obtain a perpetual patent for a tile of this type, since 
a trade-mark registration may be renewed indefinitely.” 


And then, after stating that, whatever may have been the 
purpose in adopting the groove in this tile, such a groove would, 
when the tile is used, serve the purpose of ventilating the wall as 
well as furnishing a channel through which electric wires could be 
run, he said: 


“It seems also quite probable the purchasing public, even if it recog- 
nized the tile is of a character made only by the appellant corporation, 
would not look upon the depressions or grooves as constituting a trade- 


“1 Ex parte J. B. Martin Co., 156 M. D. 453, August 13, 1930. 
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mark. In connection with this holding attention is invited to the decision 
in the case of Herz v. Loewenstein, 192 O. G. 993, 40 App. D. C. 277 
(7 T.-M. Rep. 31].”” 


Geographical Term 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1920, the word “Venetian” as a trade- 
mark for cosmetics. 

The ground of the decision is that the ruling of the Court 
of Appeals of the District of Columbia in Federal Products Com- 
pany v. Lewis, 367 O. G. 8, 57 App. D. C. 388, is conclusive 
against applicant’s right to registration, notwithstanding the affi- 
davits that the notation has acquired a secondary meaning.*® 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that the J. T. Fargason Grocer Co. 
is not entitled to register the term “Omega” as a trade-mark for 
macaroni, spaghetti, noodles, corn flakes, and rolled oats in view 
of the prior registration by the H. C. Cole Milling Company 
of that term as a trade-mark for wheat flour, and that the registra- 
tion which the Fargason Company had obtained under the Act 
of 1905 should be cancelled. 

The ground of the decision is that the goods of the parties are 
of the same descriptive properties and that the fact that the use 
by the Fargason Company was known to the officials of the Cole 
Company is no ground for refusing cancellation. 

With reference to the first question, the First Assistant Com- 
missioner said: 


“It is thought there can be no serious question but what the appear- 
ance of this same trade-mark upon the two specifically different goods in 
the same market would result in confusion in trade particularly of origin. 
Under these circumstances and following the holding of the above noted 
court (citing decisions of the Court of Customs and Patent Appeals) 


no other conclusion seems possible than that the goods possess the same 
descriptive properties.” 


* Ex parte National Stone Tile Corp., 156 M. D. 449, August 8, 1930. 
* Ex parte Elizabeth Arden, Inc., 156 M. D. 457, August 14, 1930. 
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With reference to the argument that the use was with the 
knowledge of the Cole Company for which the Fargason Company 
had been an agent in Memphis, the First Assistant Commissioner 
said: 


“As to the relation of the parties and the equities involved as claimed 
by the respondent, the decision in the case of Cluett, Peabody § Co., Inc. 
v. Samuel Hartogensis, etc., C. C. P. A., rendered May 26, 1930, 396 O. G. 
707 [20 T.-M. Rep. 452], is deemed determinative.” “ 


Initials of Opposer’s Name 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for fabrics upon which are stamped 
embroidery patterns, a mark consisting of the following notation: 


D 
WEAVE 
R 

The ground of the decision is that the mark so suggests the 
name of the opposer as to be unregistrable. 

In his decision he noted that the opposer organization is fre- 
quently referred to as “The D. A. R.” and also noted the pro- 
hibition of the statute against the registration of names, etc., of 
any organization, etc., incorporated in any state and the provision 
of the Trade-Mark Act that the word “States” includes the Dis- 
trict of Columbia and that the opposer was incorporated in the 
District of Columbia. 

He then said: 

“In a proceeding where an opposer of this character is involved, 
public policy as well as the statute and the settled practice justifies 
waiving all doubts against the applicant. There appears to have been 
no satisfactory reason for making so prominent these letters ‘D A R’ 


which it is a matter of common knowledge have come in substantially 
all parts of this country and among all classes to indicate the opposer 


society.” 
He then stated that, irrespective of what might have been the 
applicant’s intent: 


“ 


. . . . it is believed there is a probability of purchasers or cus- 
tomers attaching some significance to the use of these three letters and 


* H. C. Cole Milling Co. v. J. T. Fargason Grocer Co., 156 M. S. 418, 
July 12, 1930. 
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being misled into the belief that the opposer society indorsed or approved 
of the applicant’s goods. Any such interpretation of the applicant’s 
mark would damage the opposer since its name would be to that extent 
degraded to the level of commercial activities.” * 


Non-conflicting Marks 


Krinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for men’s clothing, a mark consisting of the words 
“Styl-Lane,” with the words “Fashionable Clothes” therebeneath 
and below the latter a monogram of the letters “NLCO,” the 
whole being enclosed within a circle and the words “Fashionable 
Clothes” being disclaimed, notwithstanding the prior adoption and 
use by opposer of the term “Fashion Park” as a trade-mark for 
the same goods. 

After stating that the opposer had taken testimony, but the 
applicant had not and that any doubt should be resolved against 
the applicant, the later comer, and noting that the only question 
involved was the similarity of the marks, the First Assistant Com- 
missioner said: 


“The Examiner regarded the word ‘Styl’ which is obviously a slight 
misspelling of the word ‘Style’ as merely descriptive of the goods and 
publict juris since any one would have, or any manufacturer or dealer in 
men’s clothing would have, the right to refer to these goods as being 
in style. Obviously this is true of the word ‘Fashion’ in the opposer’s 
mark. 

“The Examiner found there was substantially no similarity between 
the words ‘Park’ and ‘Lane’ in appearance, spelling, sound or significance 
and concluded there was no probability of confusion. It is believed his 
conclusion is sound. (Rosenberg Bros. & Co. v. The Simon Levin & 
Sons Co., 395 O. G. 708; 37 F. [2nd] 962 [20 T.-M. Rep. 29].)”* 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for wall board, calcined gypsum, etc., the notation 
“Flametex,” notwithstanding the prior adoption and use by opposer 
of the term “Celotex” as a trade-mark for wall board and similar 
material. 

The ground of the decision is that the marks taken as a whole, 
in view of the use by others of the notation “tex” in various marks, 

* National Society of the Daughters of the American Revolution v. 


T. Buettner & Co., Inc., 156 M. D. 457, August 14, 1930. 
* Fashion Park Associates, Inc. v. Lapidus, 156 M. D. 411, July 8, 1930. 
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are not so similar as to be likely to cause confusion when used upon 
goods of the respective parties. 


In his decision, the First Assistant Commissioner, after stat- 


ing that the marks are wholly dissimilar except for the last syllable, 
said: 


“Viewed in their entirety, the common portion is regarded as such 
a minor part that confusion or mistake is deemed unlikely. Purchasers 
of goods of this kind may be distinguished from those who purchase 
small articles which sell for a few cents and such as are called for by 
servants and children, and ordered over the telephone. It does not 
seem that anyone who would purchase wall board would be at all likely 
to be deceived or misled if the two marks appeared in the same market 
upon these goods. The first and dominant portion of each mark is more 
likely to be noted by purchasers and the wide dissimilarity between 
‘Celo’ and ‘Flame’ would seem sufficient guaranty against confusion.” 


He then stated that a number of trade-marks ending in the 
syllable “tex” as previously registered for goods of this same gen- 
eral class had been noted, and that the Court of Customs and 
Patent Appeals in the case of the Apex Electrical Mfg. Co. v. 
Landers, Frary § Clark [20 T.-M. Rep. 821]: 


we . noted that ‘Prior registrations may be shown to prove that 
a word or symbol in a registered mark has so frequently been used in 
prior trade-marks, registered or unregistered, as to make such word, 


as applied to particular goods, public property,’ but found in that case 
no such showing had been made.” 


He also said: 


“As somewhat persuasive of the holding that confusion is not likely 
in the instant case reference is made to the recent decision in the case 
of The Coca-Cola Company v. Carlisle Bottling Works, C. C. A. 6th Cir., 
decided June 28, 1930 [20 T.-M. Rep. 203], in which ‘Roxa Kola’ was 
held not to be confusingly similar to the mark ‘Coca-Cola’ when used 
upon identically the same class of goods.” ” 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the notation “Opal-Tex” as a trade-mark for ornamented wall 
board notwithstanding the prior adoption and use by opposer of 
the notation “Celotex” for wall board and similar material, on 
the ground that the marks are not so similar that their con- 
temporaneous use on the goods of the respective parties would be 
likely to cause confusion. 


The Celotex Co. v. Bronston Bros. & Co., Inc., 156 M. D. 420, July 19, 
1930. 
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The reasons given for the conclusion reached are the same as 
those given in the decision of the Celoter Company v. Bronston 
Bros. (appearing just above).*® 


Kinnan, F. A. C.: Held that applicant is entitled to register 
as a trade-mark for house-heating boilers a pictorial representa- 
tion of such a boiler having a broad band of red across the top and 
down the sides interposed between the black-colored ends of the 
boiler, the pictorial representation being disclaimed apart from 
the mark as shown. 

The ground of the decision is that the opposer had shown 
nothing except the use of the representation of boilers with the 
entire interior portions painted red to indicate the presence or 
effect of fire or the direction of the gases, and the use of square- 
type boilers of this kind with the outside sections painted gray. 

In his decision, after noting the use of the red band by the 
applicant and that there was no showing that opposer, at any 
time since the beginning of that use, used that distinctive feature 
or one so nearly resembling it as to make confusion of goods pos- 
sible, he said: 

“The advertisements shown by opposer’s exhibits A to P, inclusive, 
reveal nothing that the public would regard as similar in any way to 
what the applicant seeks to register as a trade-mark. There is nothing 
disclosed on behalf of the opposer which the average purchaser would 
confuse, so far as the applicant’s mark is concerned, with the goods of 
the applicant and there appears to be nothing which the opposer has 
been doing in connection with its business which would be interfered 
with by the registration of the applicant’s mark... . It seems clear 
enough in consequence that the opposer has no standing in this proceeding 
since it is not using anything which conflicts with the mark of the applicant 
nor anything which it will be precluded from or damaged by using if 
this registration is granted. Arkell Safety Bag Co. v. Safepack Mills, 314 
O. G. 3; 58 App. D. C. 218 [18 T.-M. Rep. 225].” 

With reference to the argument that the alleged mark of the 
applicant is merely descriptive of the goods and therefore unregis- 
trable, the First Assistant Commissioner pointed out that a clear 
disclaimer of the representation of the goods must be made and 
noted, that, while it is common enough to permit registration of a 


* The Celotex Company v. Chicago Panelstone Company, 156 M. D. 422, 
July 19, 1930. 
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relatively narrow colored strip or ring, such strip may be so 
widened as to become merely a coloring of substantially the whole 
of the goods and that between these extremes there is a twilight 
zone where it is somewhat difficult to determine whether the mark 
is registrable or not, and said: 


“Each case must be decided upon the facts there presented. In the 
case at bar it is believed the applicant is entitled to registration if it 
makes a suitable disclaimer of the representation of the goods.” ” 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that, notwithstanding the prior adop- 
tion, use and registration by opposer of the term “Meadowbrook” 
as a trade-mark for ladies’ hats, applicant is entitled to register, 
as a trade-mark for such hats, a mark consisting of the words 
“Penibrook Sport Hat” with the pictorial representation of two 
heads of women wearing hats, one overlapping the other, the whole 
being placed within a panel and the words “Sport Hat” being 
disclaimed. 

The ground of the decision is that the marks taken as a whole 
are not confusingly similar. 

With reference to certain registrations to which the applicant 
has called attention in which the marks include the word “brook” 
or “brooke,” the First Assistant Commissioner noted that these 
registrations were after the opposer’s use and that some of the 
marks were not confusingly similar to opposer’s and others so 
recently registered as not to have been called to the opposer’s atten- 
tion and therefore these registrations constituted no evidence of 
laches on opposer’s part. 

With reference to the marks, he said: 


“The applicant has adopted a composite mark which is wholly dis- 
similar in every way from that used by the opposer save in the terminal 
syllable ‘brook’ of the two words ‘Meadowbrook’ and ‘Penibrook.’ Sur- 
rounded as is the applicant’s mark by many other features and dissimilar 
from that of the opposer save in this suffix above noted, it is believed 
there is no probability of confusion. The suffix ‘brook’ cannot be said 
to be the prominent feature of both marks. It is not seen how anyone 


* Weil McLain Co. v. American Radiator Co., 156 M. D. 424, July 21, 
1930. . 
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exercising any degree of care at all would be confused as to the goods 
or their origin by reason of the respective trade-mark.” * 


No Trade-Mark Use 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for printed books, 
pamphlets, circulars, etc., a mark consisting of the representation 
of a seal impressed in wax including concentric circles between 
which are written the words “Union Cooperative Insurance Asso- 
ciation 1924” and within the inner circle the words “Union Life 
Insurance for Union Men, Their Families and Friends.” 

The ground of the decision is that there is no evidence pre- 
sented that the matter above described was ever used as a trade- 
mark. 

In his decision, after noting the statement of the Examiner, 
that a large variety of specimens such as leaflets, post cards, etc., 
and a copy of a periodical entitled “Official Organ of the Interna- 
tional Electrical Workers and Operators Published Monthly” had 
been filed; noting further that the alleged trade-mark appears 
on the inside of the cover of the periodical in connection with an 
advertisement of an insurance association and that this periodical 
contains general reading matter and many advertisements having 
nothing to do with insurance associations, the First Assistant Com- 
missioner said: 


“The various leaflets, post cards, and folders submitted as specimens 
are mere advertisements of insurance business, intermittently, irregularly, 
or sporadically issued and distributed indiscriminately without any thought 
of remuneration. The alleged mark is not, in consequence, used on these 
leaflets, post cards, and folders in connection with the sale of anything nor 
is it used in the journal as a name or device indicating the journal. The 
Examiner has held that this use of the particular design is not a trade- 
mark use at all in connection with any of the specimens filed. His con- 
clusion is deemed sound.” * 


Kinnan, F. A. C.: Held that the petition by the United 
Shoe Machinery Corporation for the cancellation of the registra- 


*® Simon Millinery Supply Co. v. Everitt & Graf, Inc., 156 M. D. 486, 
July 30, 1930. 


*1 Ex parte Union Cooperative Insurance Ass’n, 156 M. D. 426, July 23, 
1930. 
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tion, under the Act of 1905, by the Bresnahan Shoe Company (now 
owned by Compo Shoe Machinery Corporation) of the term 
“Compo,” as a trade-mark for boots and shoes, should be dismissed 
since the petitioner for cancellation had not established any trade- 
mark use of that word and therefore had not established that it 
was damaged by the registration. 

In his decision, after discussing the testimony with reference 
to a machine said to have been shipped by petitioner to the Stetson 
Shoe Company, he said: 

“It is clear enough that even if this Stetson Company had used the 
name ‘compo’ prior to the installation of petitioner’s machine for the use 
of that company, such use of the name by a stranger to the instant pro- 
ceeding would not aid the petitioner here.” 

Then, after stating that the entire record showed that the only 
use ever made by petitioner of the word “Compo” prior to the 
adoption of that mark by the registrant was in a few communica- 
tions between officials of the petitioner, he said: 


“These communications were not public, they had no relation to the 
sale or manufacture for sale of boots or shoes under such name, and, 
in fact, had nothing to do with any commercial activities in which the 
name was used. It is not believed these letters between members of 
the corporation establish any such use of the word as can form a basis 
for a holding of damage to petitioner by reason of the respondent’s 
registration. The law has long been settled that a petition for cancella- 
tion of a registered mark is dependent upon a showing of interest, of 
facts upon which damage may be predicated (citing decisions).” 


With reference to the argument by petitioner that the descrip- 
tiveness of the notation should be considered and the mark held 
to be descriptive, as was done in the case of Andrews Radio Com- 
pany v. Timmons Radio Products Corporation, 345 O. G. 798 [16 
T.-M. Rep. 185], he said: 


“It is noted this latter case was an opposition where the issue was 
the granting of the registration applied for and it was the duty of the 
commissioner to consider any proper ground outside the opposition pro- 
ceedings for denying registration. ‘The instant case is a cancellation 
proceeding in which the respondent has already obtained registration 
and the issue here raised is whether such registration should be cancelled 
by reason of injury or damage to petitioner.” * 


#2 United Shoe Machinery Corp. v. Bresnahan Shoe Co., 156 M. D. 446, 
August 7, 1930. 
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Kinnan, F, A. C.: Held that two oppositions to the registra- 
tion of the word “Compo” as a trade-mark for adhesive shoe cement 
and a chemical preparation for softening cement, respectively, 
were properly dismissed on the ground that no use whatever of the 
mark on these goods had been shown by the petitioner. 

With reference to the argument that the mark should be held 
descriptive and therefore not registrable, as was done in Andrews 
Radio Company v. Timmons Radio Products Corporation, 345 O. G. 
789 [16 T.-M. Rep. 185], he said: 

“The showing made, however, in support of the opposer’s contention 
that the mark is descriptive is not so clear as in the adjudicated case. 
In the latter it was a matter of common knowledge goods of the same 
class or having the same descriptive properties had been placed on the 


market by other parties and were being identified, called for, and sold 


by substantially the same name or notation for which the applicant sought 
registration.” * 


Ornamental Feature 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for rubber boots 
and shoes, a mark described as consisting of “a narrow external 
white band around the upper edge of the article of footwear.” 

The ground of the decision is that the mark is nothing more 
than an ornamental design and would not function as a trade-mark. 

In his decision, the First Assistant Commissioner, after noting 
the Examiner’s statement that it was common practice to place an 
ornamental band on boots and shoes but that he had cited no refer- 
ences to show that, called attention to certain design patents and 
stated that in view thereof it must be held that the conclusion of 
the Examiner that the alleged mark was merely an ornamental 
border was correct. 

He further stated that in view of the citation of new references 
a rehearing would be granted if request therefore was made within 
the limit of appeal.** 


*8 United Shoe Machinery Corporation v. Compo Shoe Machinery Cor- 
poration, 156 M. D. 444 and 445, August 7, 1930. 
™ Ex parte Converse Rubber Co., 156 M. D. 455, August 14, 1930. 
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Moorer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for rubber printing dies, a mark stated to consist 
in two sets of parallel lines crossing one another angularly and 
rising from the surface in relatively low relief. 

The ground of the decision is that the alleged mark does not 
function as a trade-mark but merely gives an attractive appearance 
to the non-printing surface of the goods. 

In his decision, after noting applicant’s argument that the 
question is not whether the appearance is attractive or unattractive 
but is with what purpose was the mark adopted, and stating that 
he was of the opinion that the mark had been properly refused 
registration, the Assistant Commissioner said: 


“The mark is regarded as a design of the goods. A distinction should 
be recognized between a design and a trade-mark. The one identifies the 
goods, as suggested in the applicant’s brief, while the other identifies the 
manufacturer or owner of the goods. An article of manufacture may be 
recognized by its novel design, but such design does not render the article 


registrable as a trade-mark.” 

With reference to the argument that the question here is con- 
trolled by the decision in Capewell Horse Nail Co. v. Mooney, 167 
Fed. 575, where a pattern of small checks stamped on the under or 
beveled side of a horseshoe nail was held a valid trade-mark, he 
said: 

“It is observed, however, that in the above case the court found 
that the ‘check-mark’ had become distinctive in its signification, pointing 
unerringly to the origin of the horseshoe nails to which it was applied; 
and that ‘It came to mean, when imprinted on a horseshoe nail, or a 
package containing such nails, made by Capewell Horse Nail Company.’ 
It is believed that the case relied upon by the applicant is distinguishable 
from the instant case in that the mark upon the horseshoe nail would 


not be regarded by the public as having been placed upon the nail for 


ornamental purposes but for the purpose of identification of the manu- 
facturer.” * 


Registration by Consent 


Kinnan, F. A. C.: Held that the holding in a prior decision 
that applicant is not entitled to register a trade-mark for vehicle 
tires in view of a prior registration of another party of substan- 
tially the same mark upon belting, should be withdrawn in view 


** Ex parte James H. Matthews & Co., 156 M. D. 467, August 21, 1930. 
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of the registrant’s statement that it had no objection to such 
registration and it was not deemed that there would be any con- 
fusion by the use of the mark on the different goods. 

He further held that, since the refusal of registration had been 
made in the same decision in which the opposition to the registra- 
tion had been dismissed, it was believed that, now that the mark 
was held registrable, the opposition should reinstated to the extent 
that a new decision should be rendered which would give the 
opposer an opportunity to appeal if it so desired. 

He further held, however, for the reasons stated in the prior 
decision of May 9, 1980, the opposition should be and was dis- 
missed.”° 


Res Adjudicata 


Kinnan, F. A. C.: Held that a petition brought by the San 
Juan Fishing & Packing Company to cancel the registration of 
Harry Conniff of the notation “San Wan” as a trade-mark for 
canned salmon was properly dismissed. 

The ground of the decision is that the question was concluded 
by a previous interference between the same parties, involving the 
same marks, which had been dissolved and no appeal taken. 

With reference to the argument of the petitioner that the 
Examiner of trade-marks was without jurisdiction to consider a 
motion to dissolve and therefore his decision is without authority 
| of law, the First Assistant Commissioner said: 


“It will be sufficient to here note that the practice of having motions 
to dissolve in trade-mark interferences heard and determined by the 
Examiner of trade-marks has been continued for more than a generation. 
A motion to dissolve has always been regarded as merely a proceeding 
to obtain a reconsideration inter partes and upon argument of the question 
decided by the Examiner of trade-marks in the first instance when he 
originally determined that an interference existed and initiated the pro- 
ceeding. It is not thought this review by him of his former decision is 
inconsistent with the sections of the statute relied upon by petitioner.” 


With reference to the question of res adjudicata: 


“The former proceeding determined that the trade-marks, so far as 
they have anything in common, are to such an extent geographical that 


2° The Goodyear Tire & Rubber Co. v. C. Kenyon Co., Inc., 156 M. D. 
451, August 13, 1930. 
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neither party is entitled to the broad protection necessary to support a 
judgment of priority in favor of one party which would exclude the 
other party from using these geographical words. The final determina- 
tion in that interference proceeding is likewise an adjudication of the 
question raised in the instant proceeding.” * 


Ten-year Clause—No Exclusive Use 


Kinnan, F. A. C.: Held that Walter Baker & Co., Ltd., the 
predecessor of Walter Baker & Company, Inc., Assignee, Substi- 
tuted, was not entitled to register, under the ten-year clause of 
the Act of 1905, the word “Baker’s” as a trade-mark for cocoa, 
chocolate, etc., and that the registration which it obtained should 
be cancelled in view of the contemporaneous use, during a portion 
of the ten-year period, of that name by W. H. Baker, Inc. 

The ground of the decision is that the use of the mark by 
Walter Baker & Co., Ltd., was not “exclusive” in view of the use, 
during a portion of the ten-year period of the mark by W. H. 
Baker, Inc., even though use by the latter was subsequently en- 
joined by a court and that the question of the laches of the 
petitioner here in bringing this proceeding can not be considered in 
determining whether the registration should be cancelled. 

After stating the facts as developed by the record and noting 
the registrant’s argument that the petitioner, in view of the holding 
of the court, should be regarded as a self-appointed agent of the 
registrant or a trustee ex maleficio, or the statute should be inter- 
preted as if the words “actual and exclusive use’ read the right to 
actual and exclusive use, the First Assistant Commissioner said: 

“Until the issue had been determined adversely but conditionally 
against such use, it is not deemed proper to here hold the petitioner was 
the agent of the registrant particularly as, by the decree, the petitioner 
was still allowed to use the word ‘Baker’s’ although not alone. As to 
the contention that the wording of the statute should be construed as 
if it read the right to actual and exclusive use, the holding of the Court 
of Appeals in the case of Worcester Brewing Corporation v. Rueter & 


Company, 133 O. G. 1190, 30 App. D. C. 428, is clearly against this view 
of the registrant and must be followed here.” 


With respect to the question of laches, he said: 


*San Juan Fishing & Packing Co. v. Harry Conniff, 156 M. D. 417, 
July 12, 1930. 
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“The registrant has contended that the proceedings here are in equity 
but it is self-evident they are purely statutory. The B. F. Goodrich Co. v. 
Kenilworth Mfg. Co., C. C. P. A., 395 O. G. 6, 40 F. (2nd) 121 [20 T.-M. 
Rep. 271]. The statutes make no limit of time within which proceedings of 
the instant character may be brought and it is believed the officials of 
this office are without jurisdiction to arbitrarily set a limit.” 

With respect to the question of petitioner’s damage, after 
stating that that question is difficult of determination and it would 
seem that since the courts had determined the rights of the parties 
with respect to the mark and under what conditions the petitioner 
could use the word “Baker’s,” it was not apparent how the regis- 
tration here would or could damage the petitioner, the First Assist- 


ant Commissioner said: 


“It appears, however, that in the case of Howard Company v. Baldwin 
Company, Howard Company v. Valley Gem Piano Company, 326 O. G. 
685, 48 App. D. C. 487 [9 T.-M. Rep. 116], substantially the same con- 
ditions were present as in the instant case and the court there held 
that the petitioner was damaged. The party R. S. Howard Company, 
which occupied substantially the same relation in that proceeding as the 
petitioner in the instant proceeding, brought cancellation proceedings 
against the Baldwin Company, which occupied substantially the same posi- 
tion occupied by the registrant in the present case (quoting from that 
decision) .” * 


Title to Mark 


Moors, A. C.: Held that the registration of a certain trade- 
mark obtained by the United States Ozone Company (of Chicago) 
should be cancelled and that the registration which had been ob- 
tained by the United States Ozone Company (of Pennsylvania) 
and assigned to the United States Ozone Company of America 
should not be cancelled. 

The ground of the decision is that the question involved is 
really one of title and that the United States Ozone Company 
(of Chicago) had not established ownership of the mark shown 
in its application. 

After stating the facts relating to the original adoption of the 
mark shown in the earlier registration, that of the United States 
Ozone Company (of Pennsylvania) and referring to certain con- 


77W. H. Baker, Inc. v. Walter Baker & Co., Ltd., 156 M. D. 480, 
July 25, 1930. 
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tracts entered into with Montgomery Brothers, by whom the Chi- 
cago corporation was organized, the Assistant Commissioner said: 


“ 


. . . . it is not seen how Montgomery Brothers or the United States 
Ozone Company, the Chicago corporation, which was organized by Mont- 
gomery Brothers, could have acquired any title to the trade-mark unless 
it was acquired either by abandonment thereof by the first user and 
subsequent adoption by the Chicago corporation or by a transfer from 
the first user to the Chicago corporation.” 

Then after discussing what was shown in these contracts and 
what was done after the Electric Water Sterilizer & Ozone Com- 
pany, by whom the original machines, which were sold by Mont- 
gomery Brothers, were manufactured, went into bankruptcy, he 
said: 

“There was therefore no abandonment of the mark by the first party 
to use it, with a subsequent adoption by the United States Ozone Company, 
the Chicago corporation.” 

Then, after further discussion of the evidence and referring 
to the contention that certain letters written to Montgomery 
Brothers showed an agreement under which it, or rather the cor- 
poration which it organized, obtained title to the mark, he said: 


“It cannot be seen how these letters establish a transfer of the trade- 
mark rights to Montgomery Brothers or to a new company to be organized 
under the name United States Ozone Company. They seem to be nothing 
more than extensions of the original contracts under which Montgomery 
Brothers sold the goods of the other company. 

“No decision has been cited nor has any been found which establishes 
the proposition that an exclusive sales agent acquires title to the trade- 
mark of the manufacturer for whom he is the agent.” * 


Moore, A. C.: Held that the Hiawatha Grain Company is 
not entitled to register, as trade-marks for animal feeds, the two 
marks consisting respectively of the name “Hiawatha” and the 
picture of Hiawatha carrying Minnehaha, with the words “Hia- 
watha Grain Company” therebeneath, since it has not proved that 
it adopted and used these marks prior to the adoption and use 
by the Hiawatha Gin and Manufacturing Company, Inc., of a 
trade-mark for the same goods consisting of the representation of 


2” United States Ozone Co. of America v. United States Ozone Co. and 
United States Ozone Co. v. United States Ozone Co. of America, 156 
M. D. 470 and 475, August 26, 1930. 
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the head of an Indian chief with the word “Hiawatha” there- 
beneath. 


In his decision, after stating that the word “Hiawatha” was 
the dominating characteristic of the marks of the two parties and 
it is immaterial whether that mark be represented by the name or 
the picture of an Indian chief, and noting the holding of the Exam- 
iner of Interferences that the applicant never had used the mark 
“Hiawatha” as a trade-mark, he said: 


“I have carefully considered the record and have reached the con- 
clusion that the registrant (Hiawatha Gin and Manufacturing Company, 
Inc.) was the successor of the business and good-will of the Hiawatha 
Manufacturing Company, which latter company had been in the same 
business since 1914. 

“As the applicant does not claim use of its marks prior to Septem- 
ber 1, 1920, it must, in order to prevail in this proceeding, overcome the 
prior registration of the registrant by convincing proof. This it has failed 
to do. Even assuming that the applicant made trade-mark use of the 
mark in question, it would not have been entitled to registration thereof 
during the existence of the Hiawatha Manufacturing Company, under 
Sec. 5 of the Trade-Mark Act of February 20, 1905.” 


He further said: 


“It is obvious that the word ‘Hiawatha’ constitutes the essential and 
distinguishing characteristic of the trade-name of the Hiawatha Manu- 
facturing Company and, as the business and good-will of said company 
passed to the Hiawatha Gin and Manufacturing Co., Inc., it is not clear 
upon what ground the applicant’s right to register the mark ‘Hiawatha’ 
or any simulation thereof may be predicated.” ” 


® Hiawatha Grain Company v. Hiawatha Gin and Manufacturing Com- 
pany, Inc., 156 M. D. 477, August 27, 1930. 





